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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. ‘To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 
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NE Bi outs oe ci has ae ke weoiba tales 5.50 
Digest (either binding) 2.05050 s00s ccveveves 10.00 


Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 
Transportation extra. 


Tue Unitep States Trape-Marxk Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 32 Nassau Street, New York City. 
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NasHvua MANvuFAcTURING Company v. SAMUEL BERENZWEIG ET AL. 
United States Circuit Court of Appeals, Seventh Circuit 
April 11, 1930 


Unram Competirion—“Invian Heap”’—Fatse Trape Desicnarion. 
Where appellant had for many years put out textile goods, under 
the trade-mark “Indian Head,” the offering for sale by appellees of 
napkins and table cloths as “I. H.” goods at a specially low price, 
when said goods contained no “Indian Head” cloth, held unfair com- 
petition, and the decision denying an injunction was reversed. 


In equity. On appeal from the United States District Court 


for the Northern District of Illinois, denying injunction to restrain 
unfair competition. Reversed. 


George E. Mueller, of Chicago, Ill., and Munn, Anderson &§ 
Munn, of New York City, for plaintiff. 

David Olshan and Myer N. Rosengard, both of Chicago, IIl., 
for defendants. 


Before Evans, Pace and Sparks, Circuit Judges. 


Per Curiam: This appeal is from an order denying appel- 
lant’s application for a preliminary inunction in a suit brought to 
enjoin appellees from selling their goods by unfair trade methods. 
Appellant is, and has been for many years, a manufacturer of 
textile materials. Its trade-mark is “Indian Head.” 

Appellees are charged with soliciting and securing orders 
for napkins and table covers by representing that the material 
out of which such napkins and table cloths were made was “Indian 
Head” cloth. Affidavits were submitted to the effect that the 
appellees’ salesman called up certain large users of napkins, etc., 
and asked if they did not wish to buy some “Indian Head” nap- 
kins at attractive prices. One purchaser at least asked for 
samples and in response appellees wrote a letter saying: 


“Wish to advise you that we are in a position to sell you 18x18 I. H. 
napkins hemmed ready for use at the exceptional low price of 67 cents per 
dozen.” 

It was admitted upon the hearing in the district court that 
appellees had no “Indian Head’ napkins and no “Indian Head” 
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cloth ‘for sale. They assert, however, that the use of the letters 
“I. H.” was entirely innocent and if a purchaser construed these 
letters to mean “Indian Head” it was an unfortunate blunder 
for which they were not responsible. 

The explanation offered by appellees for their use of the 
letters “I. H.” borders upon the ridiculous. They claim that 
their salesman had, for his own purposes used the initials “I. H.” 
to designate cloth having a weight of 2.25 and 2.50 to distinguish 
cloths weighing 2.25 and 2.50 from other weights. 

The affidavits of others, not interested in the litigation and 
in no way connected with either party, was to the effect that 
before receiving the letters they were called on the telephone 
by appellees and asked. whether they were in the market for 
“Indian Head’ table cloths or napkins. Aside from this testi- 
mony we would have no hesitancy in rejecting as incredulous the 
explanation offered by appellees for their use of the letters “I. H.” 
In view of the extensive use of the trade-name “Indian Head” 
as applied to napkins and table cloths, appellees’ adoption of 
the letters “I. H.” is persuasive of something more than mere 
coincidence. Appellees’ proffered explanation overtaxes our credu- 
lity. The affidavits of disinterested outside parties remove all 
doubt. 

Appellees’ argument that no one would be deceived because 
the purchasers were well acquainted with the “Indian Head” 
trade-name and the marks of identification which appellant placed 
on all its goods is refuted by the record before us. 

Nor can we accept appellees’ contention that the district 
court’s ruling involved merely an exercise of discretion which will 
not be disturbed on appeal, save in rare instances. 

Appellant’s right to appeal from a denial of a temporary 
injunction is a statutory one. This right of the litigant imposes 
an obligation on the appellate court to examine the record and 
determine for itself whether the right to injunctive relief so clearly 
appears that reversible error was committed in its refusal. This 
duty to thus examine the record cannot be avoided or evaded by 
the specious argument that the granting or refusal of the injunc- 
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tion is a matter that called for the exercise of discretion on the 
part of the district judge. 

Where all the evidence consists of affidavits, pleadings and 
exhibits, this court is in the same position as the district court 
to make deductions and conclusions. Where the material fact, 
determinative of applicant’s right to relief is disputed, the district 
court’s ruling will not, of course, ordinarily be disturbed. But 
where the right to relief turns upon certain exhibits or documen- 
tary proof (as in Elbers et al. v. Chicago Printed String Co., 
Fed. (2d) ) this court must examine the exhibits and deter- 
mine their effect. So here, the right to relief turns largely on 
the effect of the letters “I. H.”’ as used by appellees in the letter 
to the prospective customer. The writing of this letter is not 
denied. In the light of the admitted facts, we cannot accept the 
view of counsel that their use might possibly have been innocent. 

The order appealed from is reversed with direction to enter 
one in accordance with these views. 








Nu-Grare Bottritinc Company aNp H. H. Summer v. CLARENCE 
M. Comat, N. J. Perers, P. E. Kexenes anp Sam 
PoLYCHRONIDES, CO-PARTNERS, DOING BUSINESS 
as Try-Me BeveraGe anp CompounpD 
ComMPANY 


United States District Court, Western District of Tennessee 


April 18, 1930 


Unram Competition—SvusstitvuTion—Use or Mark on Inrerion Propucr. 

Appellant, under franchise from appellee, was granted the right 

to use the latter’s patented bottles, and to sell therein appellee’s 

beverage under the trade-mark “Try-Me.” The sale by appellant 

of another and inferior beverage in the said bottles held to have been 
rightly enjoined as unfair competition. 


In equity. Appeal from the United States District Court, 
Western District of Tennessee in a suit to restrain unfair com- 
petition. Affirmed. 
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Wilson, Gates § Armstrong, of Memphis, Tenn., for appellant. 
Holmes, Canale, Loch & Glankler, of Memphis, Tenn., for 
appellee. 


Hicks, C. J.: Try-Me Beverage and Compound Company, 
appellee, plaintiff below, a partnership, engaged in producing and 
selling syrups and flavors for use in the manufacture of soft drink 
beverages, on June 21, 1926, granted to Nu-Grape Bottling Com- 
pany, appellant, a partnership, defendant below, a bottler and 
distributor of soft drinks, a franchise to bottle and distribute for 
twenty years certain drinks known as Try-Me Beverages. Plaintiff 
was the owner of the trade-mark “Try-Me” and of a design 
letters patent No. 64568 for a distinctive bottle. The franchise 
granted appellant the right to use the patented bottle and the 
trade-mark.’ The remaining applicable provisions of the contract 
are also printed.* Appellee’s patented bottles and their caps or 


“The party of the second part is hereby given and granted the right 
to use certain distinctive bottles and crowns adopted or to be adopted by 
the Try-Me Beverage and Compound Co., in the territory herein granted 
within this contract period and the Try-Me Beverage and Compound Co. 
further agrees that there shall be a sufficient number of reputable concerns 
manufacturing said bottles and crowns to insure the party of the second 
part that he or it, to wit, the party of the second part, shall always be 
reasonably sure of obtaining said bottles or crowns at reasonable prices 
and upon reasonable notice to the Try-Me Beverage and Compound Co., 
the party of the first part.” 

“The party of the first part hereby grants to the party of the second 
part the right to use the trade-mark name of Try-Me on all labels and 
designs pertaining thereto in the territory specified in this contract and 
to permit party of the second part to use the name Try-Me as a part of the 
business of said party of the second part, but only in connection with 
the bottling and selling such beverages as are made from compound 
furnished by party of first part, Try-Me Beverage and Compound Co.” 

*“The party of the second part covenants and agrees not to use 
in the sale of the product known as Try-Me any crowns or bottles, which, 
because of imprint or blown-in trade-mark might indicate the contents 
of same to be other than Try-Me, and not to bottle any product in Try-Me 
bottles, or in other bottles under Try-Me crowns, except from flavoring 
furnished by party of the first part. . 

. Upon the termination of this contract, either by expiration, 
mutual consent, or for cause, or upon failure of party of second part, his 
heirs, personal representatives, or assigns, to keep and perform any of 
the stipulations, agreements, or obligations, which the party of the second 
part herein agrees to be kept and performed, then all the rights and 
privileges herein granted to party of the second part in said territory, 
and all right hereunder, shall cease and terminate, and the party of the 
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crowns both bore the trade-mark “Try-Me.” Appellant purchased 
two hundred gross of Try-Me bottles at a price of $1,850.00 and 
proceeded under the franchise until on October 1 appellee com- 
plained by letters that appellant was using Try-Me crowns on 
bottles other than Try-Me bottles and was using Try-Me bottles 
for other than Try-Me beverages and further that appellant was 
manufacturing an inferior product. On October 2 appellee re- 
plied and admitted that it had had some trouble in maintaining 
the quality of its drinks, but advised that it thought this trouble 
had been overcome. This letter contained no intimation that ap- 
pellant intended to abandon the franchise. However, on October 5 
appellant wrote: 


“ 


. . Gentlemen: 

“Wish to advise we have decided to discontinue bottling your line of 
beverages, and will thank you to advise us if we may expect you to take 
all Try-Me bottles off our hands. 

“It will take us some little time to gather up all our bottles, but we 
hope to have them in hand not later than December 1, 1926, at which 
time we would like to have your disposition of same. 

“Kindly advise us by return mail if we may expect you to relieve 
us of our bottles bearing your trade-mark, and with best wishes, we 
rN 


The material part of appellee’s reply dated October 7 is as 
follows: 


al 


Then later on in June you wrote to know if you could get 
the territory and we wrote you and told you that we would not enter into 
a franchise until you had exercised and proved your good faith to us by 
purchasing bottles; then you purchased same and we entered into a con- 
tract. Still later on you started bottling “‘Try-Me’ and you violated 
your contract by using “T'ry-Me’ crowns on small bottles and on beverages 
made from extracts by other manufacturers and after you found that 
we would not stand for this kind of stuff it seems that you now feel that 
you will further make us the goat in the matter. . 


second part, his or its personal representatives, heirs and assigns, shall 
immediately cease the use of Try-Me bottles and of the name “Try-Me’ in 
any manner whatsoever, and shall cease to operate any plant or plants, or 
to conduct any business under the name. 

a _ In case of the termination of this contract under any of 
the provisions contained herein, or for any other reasons by either party 
to same, the party of the second part shall, on request of the party of 
the first part, and upon payment of the reasonable market value thereof, 
turn over and deliver to the party of the first part, its representatives or 
agents, all matters and things bearing trade-mark or trade-name of the 
parties of the first part.” 
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a 


. . « We now therefore request that you comply strictly with the 
terms of the ‘Try-Me’ franchise in respect to the use of “Try-Me’ bottles 
and “Try-Me’ crowns and that you do not put any beverage made by other 
manufacturers in these bottles or under “Try-Me’ crowns and should we 
have an opportunity to close a franchise with some other party in your 
territory we will be very glad to effect an arrangement between you and 
such party that will enable them to handle your “Try-Me’ bottles. Outside 
of this we will not make any special effort for you under a circumstance 
of this kind.” 


On October 13 appellant wrote: 


nes 


. Yours of the seventh is received and in reply to same will say 
that it is ‘not our idea or intention to argue this matter as we have fully 
made up our mind to discontinue your line and what we want to know 
is whether or not you want to protect your bottles by relieving us of 
them; if so we have nothing further to add to our former letter; on the 
other hand, if you do not take these bottles up and reimburse us for 
them, then it will be up to us to do with them as we deem proper.” 


To which on October 14 appellee replied: 


“ 


. We have your favor of October 13, and we beg to advise that 
we have never agreed to take up your bottles and we do not expect to. 
Our letter of previous date covers these matters thoroughly in every 
respect and we had no idea but that your mind was thoroughly made up 
from the very beginning. We are only interested in the use of this 
bottle and we have previously given you notice that same was oun. 
and would be thoroughly protected and that is all we have to say. 


On October 26 appellant again wrote: 


na 


‘ Unless you advise us concerning the taking up of these 
bottles and paying us the market price for same, then we will act from 
your letter of the seventh instant, and use these bottles for bottling any 
other soda-water we handle, as we paid our money for these bottles and 
unless you want to take them up and pay us for same, then we expect to 
use them. 

“We want your letter of instructions as to what disposition you want 
us to make of these Try-Me bottles; but at the same time you must 
understand that under any circumstances the instructions you give us 
must incorporate sufficient time to enable us to get these bottles in from 
the trade, ready for delivery to you... .” 


To which on October 28 appellee replied: 


aoe 


. In reply to yours of October 26, we ‘ite to advise that our 
previous letters thoroughly cover all we have to say... .” 

This closed the correspondence. It was not only proven but 
admitted that shortly thereafter appellant did begin to use the 
Try-Me bottles for bottling beverages other than Try-Me bever- 
ages, although appellant maintains that it advised its customers 
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that the beverages therein were not Try-Me beverages. There- 
upon the original bill was filed. 

As a result of the litigation a permanent injunction was 
granted prohibiting appellant’s infringement of appellee’s trade- 
mark and the use of appellee’s patented bottle and the further 
use by appellant of Try-Me crowns and bottles in the sale and 
distribution of beverages other than Try-Me beverages. 

Appellant does not contend that injunctive relief was not 
justified, but it asserts that such relief should be conditioned upon 
the purchase by appellee of appellant’s Try-Me bottles then on 
hand. This presents the only question. 

Appellant bases its contention upon the maxim “He who 
seeks equity must do equity.” We find no support for the applica- 
tion of this maxim to the conduct of appellee. The contract was 
of appellant’s own seeking. There appears to have been nothing 
unconscionable in its execution. No sufficient excuse is advanced 
for its abandonment. Appellee sought only the faithful perform- 
ance of it. To require appellee to purchase these bottles as a 
prerequisite to relief would be to grant affirmative relief to ap- 
pellant after a specific finding by the judge that appellant had 
infringed appellee’s trade-mark and design patent and had en- 
gaged in unfair competition. No equitable principle justifies the 
proposition. “He who seeks equity must do equity” is as appro- 
priate to the conduct of a defendant as to a plaintiff. Brown v. 
Lake Superior Iron Co., 134 U. S. 530, 535 (10 S. Ct. Rep. 604) ; 
Fullman v. Steel City Elec. Co., 2 Fed. (2) 4, 6 (C. C. A. 3). 

However, appellant’s insurmountable obstacle is found in the 
consideration of its contract rights. The intention of the con- 
tract, clearly expressed, is that upon its termination appellant 
shall deliver the bottles to appellee on its request and upon pay- 
ment of their value. It places no hard and fast obligation upon 
appellee to take them. It does nothing further than create an 
option in appellee’s favor. This specific condition excludes any 
other and to require appellee to otherwise take and pay for the 
bottles would in effect write a contract for the parties which they 
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had not agreed to. Equity will not do this. Equity follows 
the law. 


“Where a rule, either of the common or of the statute law, is direct, 
and governs the case with all its circumstances, or the particular point, a 
court of equity is as much bound by it as a court of law, and can as little 
justify a departure from it.” Story’s Eq. Jurispr., 11th ed., Vol. 1, Sec. 64. 

Also, Pomeroy’s Equity Jurisprudence, 4th ed., Vol. 1, Sec. 425; 
Hedges v. Dixon County, 150 U. S. 182, 192 (44 S. Ct. Rep. 71); Magniac 
et al. v. Thomson, 56 U. S. 281, 299. 

The contract provision is plain, the legal rights of the parties 
are clearly established by it and equity is powerless to strike it 
down upon any such consideration as that perchance there may 
be some hardship in the execution of it. The City of Lafollette 
v. Lafollette Water L. & Tel. Co., 252 Fed. 762, 768 (C. C. A. 6). 


The decree of the District Court is affirmed. 


Stranparp O11 Company or New York v. STANDARD OIL 


Company oF Maing, INC., ET AL. 
(38 [Fd.] 677) 


United States District Court, District of Maine 


March 10, 1930 


Unrair Competirion—‘StTanparp” For Or, Propuctrs—Seconpary MEANING. 
The word “Standard,” as a trade-mark for gasoline and other 
petroleum products, held to have acquired a secondary meaning as 
indicating exclusively the products put out by the plaintiff. 
Unram Competirion—DerenseE—No Actuat Use or NAME. 

The fact that defendant had not actually begun to use plaintiff’s 
trade-name was not a sufficient defense in a suit to enjoin such use, 
the incorporation of defendant under such name being ample grounds 
for enjoining its use in limine. 


In equity. Action to restrain unfair competition. Injunction 
granted. 


N. W. Thompson, of Portland, Me., and Stafford Smith, of 
New York City, for plaintiff in error. 

Bradley, Linnell § Jones (C. C. Jones, of counsel), all of 

Portland, Me., for defendants in error. 
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Peters, D. J.: This is a bill in equity brought to prevent 
by injunction the use of the name “Standard Oil Company” or 
“Standard Oil” by the defendant in connection with the oil busi- 
ness. The plaintiff is a New York corporation. The defendant, 
the Standard Oil Company of Maine, Inc., is a Maine corpora- 
tion. The individual defendants, citizens of Maine, are only 
nominal parties, and the word “defendant” will be hereafter used 
describing the Maine corporation. The defendant filed a demurrer 
and also an answer. The answer contains a formal denial that 
the jurisdictional amount of $3,000 is involved. The bill, how- 
ever, has the requisite jurisdictional averment in this respect, and, 
as there was no formal plea to the jurisdiction, it was not in- 
cumbent upon the plaintiff to offer proof in support of it. Bitter- 
man v. L. & N. R. Co., 207 U. S. 205, 224, 28 S. Ct. 91, 52 L. Ed. 
171, 12 Ann. Cas. 693. Also it appears from the evidence not 
only that the immediate damage to the plaintiff, should the de- 
fendant proceed to put into execution its alleged designs, would 
be more than $3,000, but that the value of the rights which the 
plaintiff seeks to have protected is much more than that sum. 
Hunt v. New York Cotton Exchange, 205 U. S. 332, 27 S. Ct. 
529, 51 L. Ed. 821. 

The plaintiff has been engaged in the oil business in Maine 
for more than thirty-five years, having early complied with the 
laws of Maine relative to foreign corporations intending to do 
business in the state. It has built up a large and profitable busi- 
ness, having hundreds of employees, thousands of customers, and 
much property used in connection with its business. It sells prod- 
ucts of petroleum in practically every town and city in the state. 
It has acquired a high reputation for the soundness of its goods, 
and, by its methods of doing business and from large sums spent 
in advertising, has built up around its name an exceedingly valu- 
able good will. In 1922 it registered with the secretary of state 
the name “Standard,” the name “Socony,’” and certain devices 
bearing those names, under the laws of Maine relating to the 
use of trade-marks and trade-names. 
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On September 26, 1929, the defendant corporation was or- 
ganized under the laws of Maine for the purposes set out in its 
articles of association, the first two being as follows: 

“(1) To deal in petroleum and its products, including gasoline. 

“(2) To produce, purchase, transport, store and sell crude oil and its 
products, including gasoline, and to aid other companies and parties in the 
production, transportation, storage, manufacture and sale of the same.” 

Seven shares of stock were subscribed for, the balance of the 
capital, ninety-three shares, being placed in the treasury. A presi- 
dent, treasurer, clerk and three directors were elected. Up to 
this time no business has been engaged in by the defendant. This 
bill was filed November 30, 1929, and a preliminary injunction 
issued December 20, 1929. 

It appears that persons having a place of business in New 
York City who were instrumental in forming the defendant corpo- 
ration have formed similar corporations, with similar purposes, 
in some six other states, all with a nominal amount of capital and 
all bearing the name “Standard Oil Company,” with suffixes indi- 
cating the state of incorporation. 

The plaintiff now and for many years has done business in 
New York and New England exclusively. There are various other 
“regular” Standard Oil Companies, so called, representing the 
break-up of the original company, doing business in the other 
states, but no two of them in the same territory—at least using the 
Standard Oil name. 

The plaintiff asks for relief on the ground that the word 
“Standard” is a trade-name under the law of Maine which no 
other person in the same business may use, and, especially, that 
the name “Standard Oil Company” has acquired a secondary mean- 
ing connected with and standing for the goods and business of this 
plaintiff to such an extent that it is entitled to protection against 
unfair competition in its fraudulent or improper use by another 
in the same line of activity. 

I cannot doubt that the parts of the plaintiff's name referred 
to have acquired a secondary meaning such as to create rights that 
will be protected against unfair use and competition. It can hardly 
be argued that the use in New York or New England of the name 
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“Standard Oil Company” or “Standard Oil” would not commonly 
be taken to refer to the Standard Oil Company of New York, the 
long-established and well-known company, and the only company of 
that name which many thousands of persons have come in contact 
with in that territory up to now. It would certainly result in the 
utmost confusion if another oil company should do business in that 
territory using the name “Standard Oil Company” as the defendant 
here has used it. That confusion would just as certainly result in 
damage to the plaintiff. The defendant, being a newcomer, has 
nothing to lose and everything to gain by the confusion, and when 
it appears, as it does here, that the name was adopted as a cor- 
porate name by a newly organized corporation, manifestly with 
the purpose of appropriating without consideration the most con- 
spicuous and well-known name in the business the defendant was 
organized to engage in, the exact situation is presented which 
authorizes the intervention of a court of equity. 


“The good will in business is a valuable asset, and in modern com- 
mercial life it is frequently built upon a trade-name. Any trade-mark or 
name not unlawful in itself nor against public policy, which has become 
of a pecuniary value or a business advantage, becomes a property right, 
and, as such, is entitled to the protection afforded by the courts. 

“In his recent and admirable treatise, the Historical Foundations 
of the Law Relating to Trade-Marks, Frank I. Schechter, A.M., J. D. 
of the New York Bar, quoting from authorities, says: ‘A large part 
of what is most valuable in modern life seems to depend more or less 
directly upon “probable expectancies.” It would seem to be inevitable 
that courts of law, as our system of jurisprudence is evolved to meet 
the growing wants of an increasingly complex social order, will discover, 
define, and protect from undue interference more of these “probable ex- 
pectancies.” Among these “probable expectancies” which courts of law 
are being called upon with ever increasing frequency to define and protect 
is good will, i.e., the expectation of the trader or manufacturer that he 
will be undisturbed in the custom or trade which the merits of his wares 
or the ingenuity of his advertising have attracted from the consuming 
public.’ American Agricultural Chemical Co. v. Moore (D. C.), 17 F. 
(2d) 196, 199; Lynn Shoe Co. v. Auburn-Lynn Shoe Co., 100 Me. 461, 62 
A. 499, 4 L. R. A. (N. S.) 960; Globe-Wernicke Co. v. Brown (C. C.), 
121 F. 185; Richmond Remedies Co. v. Dr. Miles Medical Co. (C. C. A.), 
16 F. (2d) 598 [17 T.-M. Rep. 82]; Buzby v. Davis et al. (C. C. A.), 150 
F. 275, 10 Ann. Cas. 68.” 


Indeed, the defendant’s counsel hardly contests the proposi- 
tion that it could not properly engage in business under its pres- 
ent name in this state, against the objection of the plaintiff, but 
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says that it should not now be enjoined from doing so because 
it has not started business. I think this is too narrow and quib- 
bling a barrier to interpose against the clearly proper remedy 
which the plaintiff promptly invoked before the defendant could 
go to any considerable expense in launching its proposed business. 
At the present time, the defendant, before using its corporate 
name in connection with any business activities, can change it 
by the simple and inexpensive process of passing a vote and 
filing a copy in the office of the secretary of state. Equity favors 
the prompt assertion of rights, and it is for the benefit of both 
parties in such a case as this that the matter should be settled 
in limine. 

In deciding what weight shall be given the defendant’s objec- 
tion, it is important to consider its situation and standing, based 
upon its good faith or otherwise in selecting this particular name. 
As bearing upon this point, it should be noted that the organizers 
of this defendant, out of all the names available, selected the most 
valuable and best known one in the business, that of a company 
which would have legitimate reason to object. In the selection 
by the defendant of a corporate name with distinguishing marks 
so slight that, as the evidence shows, practically all customers 
would confuse it with the plaintiff's, they committed what amounts 
to a willful and continuing trespass upon the property rights of 
the plaintiff. That this trespass was no accident, but apparently 
part of a general movement in various parts of the country, is 
shown by the organization of similar corporations with similar 
names in many other states. It does not lie in the mouths of 
the owners of the defendant in a court of equity to assert that 
the plaintiff proceeded too soon to protect itself from further 
encroachment. 

The point discussed was raised in the case of Cleveland Opera 
Co. v. Cleveland Civic Opera Association, and decided by the 
Court of Appeals of the State of Ohio in 22 Ohio App. 400, 411, 
154 N. E. 352, 355 [17 T.-M. Rep. 39], in which the court says, 
in a case not so strong as this: 


“It is contended by defendant that no act has been done which can 
be interpreted into unfair competition, because it has done nothing but 
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file its articles of incorporation and receive a certificate therefor. There 
has been neither organization by the stockholders nor the election or 
creation of a board of directors, nor has there been an election of officers, 
and, further, there has been no attempt in any manner to transact business. 
From these facts it is claimed that no act of unfair competition can follow. 

“However, this is a case in equity, and one of the vital principles 
thereof is that equity aids the vigilant. Under the record the plaintiff 
has been doing business with the public under its charter for some four 
years, not only in its own locality, but in other places throughout the 
country. Instead of waiting for positive and overt acts on the part of 
the defendant before proceeding, it acted under the principle of equity 
just mentioned and applied to the courts for injunctive relief, and at a 
juncture when no injury can arise to the defendant if the relief be granted 
except the amendment, upon application, of its name, to eliminate the 
similarity complained of. 

“In judging the equity of this case a vital element to consider is the 
fact that no substantial harm can result to defendant, and it is not so 
clear that the plaintiff, under the record of the case, is so fortunately 
situated. 

“Holding these views, the prayer of the petition is hereby granted.” 


The language used in the case of American Tobacco Co. 
v. Polacsek (C. C.), 170 F. 117, 121, is pertinent: 

“The logic of the situation may be briefly stated. Either the defendant 
is endeavoring to profit by the reputation of McAlpin’s tobacco or he is 
not. If it be true that he is making this attempt he should be stopped 


in limine, if, on the other hand, he is only selling his goods on their merits 
he does not need the same trade-mark as the complainant.” 


In the somewhat similar case of Philadelphia Trust, etc., Co. 
v. Philadelphia Trust Co. (C. C.), 128 F. 584, 544, the court uses 
language which could be used here equally well: 


“The conclusion is almost irresistible that the selection of the name of 
the defendant was unjust and inequitable, in that it was intended that 
the defendant should unfairly take advantage of the credit, good name, 
reputation and business standing of the complainant, as an old and suc- 
cessful corporation, to the prejudice of the complainant and in fraud 
of the public. British-American Tobacco Co. v. British-American Cigar 
Stores Co. (C. C. A.), 211 F. 933, Ann. Cas. 1915B, 363 [4 T.-M. Rep. 293]; 
Willys-Overland Co. v. Akron-Overland Tire Co. (D. C.), 268 F. 151 
{11 T.-M. Rep. 5].” 


The defendant relies somewhat on the case of Borden Ice 
Cream Co. v. Borden’s Condensed Milk Co. (C. C. A.), 201 F. 
510 [3 T.-M. Rep. 80], but that case is not authority on the point 
that the injunction was sought too soon, because it went off on the 
ground that the complainant had never made or sold commercial 
ice cream, which was the business for which the defendant was 
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incorporated ; the complainant’s name had not acquired a secondary 
meaning in the ice cream business. 

In the instant case, it being perfectly clear, and practically 
admitted, that the plaintiff’s name has acquired a secondary mean- 
ing in the oil business which will entitle it to protection against 
its use by another company in the same business, and the de- 
fendant having begun what—unexplained as it is—appears to 
be a deliberate trespass upon the plaintiff's right to the exclusive 
enjoyment of the fruits of the reputation and good will it has 
built up around its name, it is not conceived that the plaintiff 
has brought his bill too early or otherwise than with commend- 
able promptness such as is required in equity. 

The defendant has raised several minor defenses, not ap- 
parently much relied upon, and not necessary to allude to other 
than to say that their merit is not sufficient to defeat the purpose 
of the bill. 

The bill will be sustained and an injunction granted. 


Lenasa Reatty Corporation v. Liserty Pusiic Market, Inc. 
(240 N. Y. S. 545) 


New York Supreme Court, Queens County 


March 7, 1930 


Unramr Competirion—Use or Name or Market—RIGutT or Proprietor as 
AGAINST THAT OF TENANTS. 
Where plaintiff established a market under the name “Liberty 
Public Market” and leased same to several tenants, the continued right 
to the use of such name did not pass to one, any or all of the tenants 
after their removal to another building. Their use of the name after 
removal was, therefore, enjoined as unfair competition. 


In equity. On motion to restrain use of trade-name. In- 
junction granted. 


Samuel Rubin, of New York City, for plaintiff. 
Canner § Jacobson (Isidore Canner, of counsel), all of New 
York City, for defendant. 
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Dunne, J.: The issue here involved is as to a use of the 
name “Liberty Public Market, Inc.,” by the defendant. It is 
alleged that a certain building was erected especially for the pur- 
poses of a public market by plaintiff’s predecessor in title. Upon 
its completion concessions were rented to various tenants, several 
of whom have formed a corporation which is now named as de- 
fendant. It is further alleged by the plaintiff that the leases re- 
cited that the space in such market was let in premises “known 
as the Liberty Public Market at No. 117-03 Liberty Avenue.” 
A copy of one of the leases in question sustains this contention. 
Defendant, on the other hand, disputes the fact and claims that 
the name “Liberty Public Market’ was conceived jointly by them 
as tenants, and at their request the market was so denominated. 
Subsequently a dispute arose between the landlord and some of 
the original tenants as to the renewal of the leases. The merit 
of the dispute has no materiality upon the present application. 
The sole question before the court is as to the right to the use 
of the name in issue. Subsequently several of the tenants re- 
moved to other premises in proximity and established themselves 
as the “Liberty Public Market, Inc.” Plaintiff has moved here 
to enjoin the use of such name. The original premises in ques- 
tion undoubtedly had become identified in the public mind as the 
Liberty Public Market. The tenants thereof were entitled to the 
collective benefit to be derived from the use of the name. It 
is not claimed that all the tenants moved to the new market, 
but even had such been the fact, I do not subscribe to the theory 
that the right to the use of the name would have followed. Each 
tenant individually carried on his business in the Liberty Public 
Market. Had one tenant alone moved from the locus in quo, he 
would have lost whatever collective advantage the name implied. 
The right to the name of the market upon his removal would 
have remained. That right could not be lost if more than one 
or even if all had vacated or been ousted from possession. Each 
tenant was located in the market only in an individual capacity, 
and his removal would not affect the right to the retention of 


the name in the proprietor. Nor is the right to the retention 








SEN ETM: "Oe ew BE ES TE TE 





238 TWENTY TRADE-MARK REPORTER 


diminished or defeated by a collective removal of the individual 
tenants. 

Application granted. The amount of bond to be fixed in the 
order, which will be settled on notice. 


CauirorniA Packine Corporation v. Tittman & BeEenpeEt, INc. 
United States Court of Customs and Patent Appeals 
April 14, 1930 


Trape-Marxs—Opposition—Goons or Same Descriptive Properties. 

Coffee held to be of the same descriptive properties as preserved 
fruit and vegetables, canned pork and beans, relishes, sauces, sauer- 
kraut, jelly, honey, fruit juices, pickles, mustard olive oil, apricot 
kernel oil, fruit salad, vinegar, sardines, macaroni, noodles and 
spaghetti. 

Trave-Marxs—Ricur to Recisrer Versus Ricut to Use. 

The question of appellee’s right to use the name “Del Monte” 
on its coffee on the ground of priority is not for the court to decide, 
the only issue here being whether or not registration by appellee is 
permissible under the Trade-Mark Act. 

Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 


sioner’s decision, see 19 T.-M. Rep. 589. 


Archibald Coz, of New York City (Frank D. Madison and 
Wm. G. Henderson, of Washington, D. C., of counsel), 
for appellant. 

Wm. 8. Graham (George C. Shoemaker, and Harry F. Riley, 
both of Washington, D. C.; and Herman Pfleger and 
Maurice E. Harrison, both of San Francisco, Cal., of 
counsel), for appellee. 


Buanp, J.: This is an appeal from the decision of the Com- 
missioner of Patents dismissing a notice of opposition filed by 
the California Packing Corporation to the registration by Tillman 
& Bendel, Inc., of “Del Monte” as a trade-mark for coffee. Ap- 
pellee’s application was filed February 21, 1925. 

The opposer, appellant, California Packing Corporation, in 
or about 1916 became the successor of the California Fruit Can- 
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ners Association, which, in 1899, was organized by the consolida- 
tion of a number of canners of fruits and vegetables. This con- 
solidation included the Oakland Preserving Company. The latter 
company was organized in 1891 by F. Tillman, Sr., who was 
president of the corporation and owned a controlling interest in 
its stock. The business of the Oakland Preserving Company was 
canning fruits, vegetables and preserves. Upon the consolidation 
of the Oakland Preserving Company with the California Fruit 
Canners Association, F. Tillman, Sr., became a director in the 
new company and a member of the finance committee. Mr. F. Till- 
man, Sr., prior to and at the time of the organization of the 
Oakland Preserving Company, owned a controlling interest in 
Tillman & Bendel, wholesale grocers, and so continued until 1915, 
when he retired, his son later (1920) becoming president, upon 
reorganization. Upon the organization of the Oakland Preserv- 
ing Company, the suggestion of F. Tillman, Sr., that the trade- 
mark “Del Monte” be used upon their fruits, vegetables and 
preserves was approved by other interested officials. At the time 
it was generally known that there was a popular hotel in San 
Francisco by the name of Del Monte and both sides hereto agree 
that the name “Del Monte,” as a trade-name, is derived from the 
name of the Del Monte Hotel. 

The California Packing Corporation, and its predecessors, 
since beginning originally to pack and sell fruits, vegetables and 
preserves, has added gradually to its line of shelf goods until, 
in 1925, applicant put out 150 different “Del Monte’ products 
which included many kinds of fruits and vegetables, canned, dried 
and preserved, also pork and beans, relishes, sauces, tomato paste, 
sauerkraut, pork and sauce, jelly, honey, fruit juices, pickles, 
chow-chow, salmon, tuna, milk, applesauce, mustard, olive oil, 
apricot kernel oil, fruit salad, vinegar, sardines, macaroni, noodles 
and spaghetti. Appellant’s business of manufacturing and selling 
said products under its trade-mark, of which the name “Del 
Monte” is the most conspicuous part, has grown to an aggregate 
of over $30,000,000 per year and its outlay on advertising has 
amounted to over $11,000,000. The testimony indicates that all 
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of its materials are of very high grade and all of the products 
are sold in grocery stores. From the beginning its business has 
been a growing and expanding one, new canned, bottled, preserved 
and dried products being added to its line from time to time. It 
has never handled tea or spices and has only dealt in coffee 
to the extent that it regarded necessary for it to comply with 
trade-mark requirements, in anticipation, evidently, of making ap- 
plication for the registration of a trade-mark. 

The record discloses that appellee, prior to the organization 
of the Oakland Preserving Company, sold coffee to the Hotel 
Del Monte, and that the manager of the hotel required that the 
coffee and other goods he purchased of Tillman & Bendel, in 
drums, be stenciled and marked with the name “Del Monte”; 
that later certain retail dealers desired to sell “Del Monte” coffee; 
that the coffee was sold in drums, gunnysacks, and in different 
bulk wholesale quantities, the containers for which were stenciled 
or marked “Del Monte.’ The record also contains testimony 
to the effect that empty paper bags, lined with oiled paper, for 
holding one pound of coffee, were furnished retail dealers so 
that they might sell the “Del Monte” coffee in pound packages, 
and there is some testimony to the effect that Tillman & Bendel 
filled the one-pound bags and placed them in sealed drums or 
cans and sold them to retail dealers. There is also some evidence 
to the effect that “Del Monte” coffee was sold by Tillman & 
Bendel in containers ranging from two pounds on up. 

It is not contended by Tillman & Bendel that they have 
ever sold or offered for sale “Del Monte” coffee or any other 
kind of coffee in one-pound tins. Applicant’s proposed trade- 
mark not only calls for the use of the name “Del Monte,’ but 
it is to be used on tin containers, vacuum-sealed, labeled ‘“‘net 
contents one pound.” 

Applicant contends that it is entitled to register its proposed 
“Del Monte” trade-mark for two reasons: First, because coffee 
is not of the same descriptive properties as any of the goods pro- 
duced and sold under the name “Del Monte” by appellant and, 
therefore, comes within the provision of section 5 of the Trade- 
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Mark Act of 1905 which provides that “no mark by which the 
goods of the owner of the mark may be distinguished from other 
goods of the same class shall be refused registration,” etc.; sec- 
ond, that appellant has never used the trade-mark on coffee, or 
goods of the same descriptive properties, and that appellee has, 
since prior to the early “90’s,”’ used the words “Del Monte” 
as a trade-mark on coffee, and that it has continuously used the 
said mark on coffee to this date. 
The first proviso in section 5, supra, is as follows: 


“Provided, That trade-marks which are identical with a registered or 
known trade-mark owned and in use by another and appropriated to mer- 
chandise of the same descriptive properties, or which so nearly resemble a 
registered or known trade-mark owned and in use by another and appro- 
priated to merchandise of the same descriptive properties as to be likely 
to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers shall not be registered.” . . . . (Italics not quoted with exception 
of first word.) 


The trade-marks are identical and if the goods upon which 
applicant seeks to use the trade-mark are “of the same descrip- 
tive properties as to be likely to cause confusion,” etc., registra- 
tion must be denied, and our determination of this question, we 
think, decides this case. 

Thousands of pages have been written by the courts in con- 
struing the last-quoted provision and there are but few statutory 
phrases which have produced so much variance and conflict of 
judicial opinion. Some courts have consistently and repeatedly 
urged that the term “of the same descriptive properties” must be 
given its ordinary and colloquial meaning and that if the two 
classes of goods in controversy differ in their distinguishing charac- 
teristics, they are not goods of the same descriptive properties, 
even though their general and essential characteristics, together 
with the manner in which they are sold and used, are sufficiently 
similar to permit of confusion as to whether the goods of the one 
are the goods of the other. In this class of decisions may be 
listed the following: Muralo Co. v. National Lead Co., 36 App. 
D. C. 541 [1 T.-M. Rep. 50]; George v. Smith, 52 Fed. Rep. 
830; Check-Neal Coffee Co. v. Hal Dick Mfg. Co. [18 T.-M. Rep. 
464] (July 30, 1928); American Tobacco Co. v. Gordon, 56 App. 
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D. C. 81 [16 T.-M. Rep. 38; 10 (2d) 646]; and in Anheuser- 
Busch Brg. Assn. v. Peter Stumpf Brg. Co., et al., 129 O. G. 
3501, where beer, wines and distillates were held not to be goods 
of the same descriptive properties. 

On the other hand, we think the great weight of authority 
is to the effect that “the dominant purpose of that part of the 
section here involved is the prevention of confusion and decep- 
tion,’ and that in determining the meaning of the phrase “mer- 
chandise of the same descriptive properties,’ controlling considera- 
tion must be given to the question as to whether or not the goods 
are similar to the extent that confusion, deception or mistake 
will result to the public or to purchasers, and if the goods are 
sufficiently similar, that the use of an identical trade-mark on 
the goods of both will result in the goods of one being regarded 
by the purchaser as the goods of the other, that they are to be 
regarded as goods of the same descriptive properties. 

The line of decisions first referred to, which apply the col- 
loquial meaning to the phrase, are controlled in the most part 
by the thought expressed most definitely in Muralo Co. v. Na- 
tional Lead Co., supra, and George v. Smith, supra. In the 
Muralo Co. case we find the following language used: 


“The purchaser has some definite use in view, and must know 
whether he wants white lead to compound into paint, or for other pur- 
poses, or whether he wants kalsomine . . . . he knows whether he wants 
white lead or kalsomine, and, unless mentally defective, an unprincipled 
salesman could not induce him to take one for the other.” 


In George v. Smith, supra, it was said: 

“No one who has not permanently parted with his wits could purchase 
a can of salmon supposing he was getting a can of tomatoes.” 

Since the decision of the United States Supreme Court in 
American Steel Foundries v. Robertson, 269 U. S. 872 ([{16 T.-M. 
Rep. 51] 46 S. Ct. Rep. 160), the courts have, with almost 
complete unanimity, abandoned the view that in construing the 
words “merchandise of the same descriptive properties” they were 
used in the colloquial sense and in the sense indicated by the 
last two cited authorities. In American Steel Foundries v. Rob- 
ertson, supra, the word “Simplex” as part of a corporate name 





CALIFORNIA PACKING CORP. V. TILLMAN & BENDEL, INC. 243 


involved a consideration of what Congress intended by the enact- 
ment of the Federal trade-mark law, a part of which is under 
consideration here. Mr. Justice Sutherland, speaking for the 
court, announced the doctrine that: 


“The law of trade-marks is but a part of the broader law of unfair 
competition,’ -the general purpose of which is to prevent one person from 
passing off his goods or his business as the goods or business of another.” 
After discussing the use of identical names and other related sub- 
ject matter, the court said: 

“These principles, it must be assumed, were in mind when Congress 
came to enact the registration statute. And, since that body has been 
given no power to legislate upon the substantive law of trade-marks, it 
reasonably may be assumed, also, that, to the extent the contrary does 
not appear from the statute, the intention was to allow the registration 
of such marks as that law, and the general law of unfair competition 
of which it is a part, recognized as legitimate. The House Committee 
on Patents, in reporting the bill which upon enactment became the regis- 
tration statute in question, said: ‘Section 5 of the proposed bill we believe 
will permit the registration of all marks which could, under the common 
law as expounded by the courts, be the subject of a trade-mark and become 
the exclusive property of the party using the same as his trade-mark.’ ” 
Report No. 3147, December 19, 1904, H. of R., 58th Cong., 3d Sess. 

In that case we think the Supreme Court said nothing more 
nor less as applicable to the case at bar, than that Congress had 
no power to make trade-marks valid which were invalid under 
the common law, since the Constitution gave it no power to legis- 
late upon the substantive law of trade-marks; that the only power 
Congress had was to pass legislation not inconsistent with such 
substantive law. Congress, therefore, by the use of the words “mer- 
chandise of the same descriptive properties,’ could not be pre- 
sumed to have authorized the registration of a trade-mark for 
public use, which use could be prevented by resort to the common 
law. (See Hopkins on “Trade-Marks, Trade Names and Unfair 
Competition,’ Fourth Edition, page 49.) While, in courts of 
equity, there may be principles of law applied in actions con- 
cerning unfair trade practices and unfair competition, growing 
out of trade-marks, which are not applicable in proceedings like 
that at bar, the law, nevertheless, must be the same in both juris- 
dictions regarding the question of the probability of confusion. 
It is inconceivable that Congress in its efforts to lessen confusion, 
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deceit and mistake in connection with the use of trade-marks, 
which must be regarded by the courts as prima facie evidence 
of ownership, intended to authorize the registration of a trade- 
mark which was invalid at common law and thus arm the registrant 
with a weapon, impotent for good, but virile for mischief. Levy 
v. Uri, 31 App. D. C. 441; Thaddeus Davids Co. v. Davids, 233 
U. S. 461, 469 ([4 T.-M. Rep. 175] 34 S. Ct. Rep. 648). 

We conclude, therefore, that the meaning of the phrase “mer- 
chandise of the same descriptive properties’ must not only be 
ascertained in the light of the use of the words “goods of the 
same class,” in the first part of section 5 and the words “of sub- 
stantially the same descriptive properties” in section 16 of the 
Trade-Mark Act, but must also be construed in connection with 
the predominant phrase of the provision “as to be likely to cause 
confusion or mistake in the mind of the public or to deceive 
purchasers,” and the predominant word “distinguished” in the 
first part of the section. 

By the first part of section 5, Congress makes mandatory the 
registration of any mark by which the goods of the mark’s owner 
may be “distinguished” from other goods of the same “class,” 
with certain exceptions. This provision is inclusive. The proviso 
which follows, while exclusive in character, certainly, excludes no 
mark for any goods which are included in the first part. The 
two provisions are directed toward the same purpose and must 
not be regarded as having opposite tendencies. Therefore, the 
right to register depends upon the distinguishing dissimilarity 
between the goods or the marks. The same degree of difference 
in the marks or goods or both must exist so as to distinguish the 
goods of the owner as is required to prevent the probability of 
“confusion or mistake in the mind of the public,’ etc. This 
distinguishing difference or indistinguishable similarity may rest 
not only in the “essential characteristics” of the goods themselves 


with reference to their form, composition, texture and quality, but 
may rest in the use to which they are put, the manner in which 
they are advertised, displayed and sold, and probably other con- 
siderations. The question as to whether confusion and failure 
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to distinguish will result may also depend largely upon the class 
of purchasers, or persons concerned. 

As was aptly said in Yale Electric Corp. v. Robertson, 26 F. 
(2d) 972 [18 T.-M. Rep. 321], there must “be enough disparity 
in character between the goods of the first and second users 
as to insure against confusion.” In support of this view many 
cases may be cited; however, a few cited here and others cited 
elsewhere in this opinion will suffice: I. E. Palmer Co. v. Nashua 
Mfg. Co., 34 Fed. (2d) 1002 [19 T.-M. Rep. 469]; Aunt Jemima 
Mills Co. v. Rigney § Co., 247 Fed. Rep. 407 [8 T.-M. Rep. 163]; 
Akron-Overland Tire Co. v. Willys-Overland Co., 273 Fed. Rep. 
674 [11 T.-M. Rep. 281]; Vogue Co. v. Thompson-Hudson Co., 
300 Fed. Rep. 509 [15 T.-M. Rep. 1]; Rosenberg Bros. § Co. 
v. Elliott, 7 Fed. (2d) 962; Layton Pure Food Co. v. Church & 
Dwight Co., 182 Fed. Rep. 35; Charles Broadway Rouss, Inc. v. 
Winchester Co., 290 Fed. Rep. 463 [14 T.-M. Rep. 159]. 

Applying this rule to the facts at hand, if one-pound sealed 
cans of coffee in grocery stores, on the same shelves with 150 
other sealed cans or containers of groceries such as are shown 
to be the product of appellant, might be mistaken for the goods 
of appellant, when identical trade-marks are used and both are 
sold to the same class of purchasers, then the goods are of the 
same descriptive properties and fall within the provision of the 
proviso, and the trade-mark “Del Monte” for such coffee is not 
registrable by appellee. 

In applying the rule, which we regard as sound both on 
reason and authority, we are not inclined to extend the same 
beyond the limitations within which the courts have heretofore 
applied it. The mere fact that some indefinite and far-fetched 
confusion is to be shown or pointed out does not necessarily re- 
quire that the goods shall be regarded as of the same descriptive 
properties. The product of the “chewing gum maker” and that 
of the “‘ironmonger” can hardly be said to possess such common 
characteristics, either in texture, quality, sale or use as to permit 
of confusion, certainly not in the absence of proof. The same 
may be said of clothespins and dried herrings. True enough, 
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manufacturing concerns make, and department stores and sales 
agencies sell, a more varied and miscellaneous line of goods now 
than in past years. This consideration argues for and not against 
our conclusion herein reached since it will not be presumed that 
the Congress was ignorant of this growing tendency of the trade, 
confusion in which it, by the Trade-Mark Act, sought to minimize. 

As pertaining to the registration of trade-marks, the Court 
of Appeals of the District of Columbia has, for a quarter of a 
century, and until April 2, 1929, possessed the identical jurisdic- 
tion which we now possess. It also had (and now has) the addi- 
tional appellate trade-mark jurisdiction in passing upon equity 
cases arising in the Supreme Court of the District of Columbia. 
The same problem that confronts us now has confronted it during 
all this time and it has probably passed upon more trade-mark 
cases, involving the question here presented, than all the other 
courts combined, within the same period. It must be conceded 
that prior to the decision of the Supreme Court of the United 
States in the American Steel Foundries case, supra, there was 
much conflict between the different pronouncements of the District 
Court of Appeals on the question here involved, as is evidenced 
by Levi v. Uri, supra, California Packing Corp. v. Price-Booker 
Mfg. Co., 52 App. D. C. 259 ([13 T.-M. Rep. 62] 285 F. 993), 
and Heller & Co. v. Southern Cotton Oil Co., 55 App. D. C. 288 
({15 T.-M. Rep. 257] 4 (2d) 955), on the one hand, and American 
Tobacco Co. v. Gordon, supra, and Muralo Co. v. National Lead 
Co., supra, on the other. 

After its decision in the American Tobacco Co. case and after 
the Supreme Court’s decision in the American Steel Foundries 
case, we find the Court of Appeals of the District of Columbia 
almost unanimously and uniformly holding that goods were of 
the same descriptive properties, when considered with reference 
to trade-mark registrability, if the goods in their characteristics, 
sale or use were sufficiently similar to permit the goods of the 
one to be taken by the public as the goods of the other—the ques- 
tion of confusion being the test. In Duro Pump & Mfg. Co. v. 
California Cedar Products Co., 56 App. D. C. 156; 11 (2d) 205 
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[16 T.-M. Rep. 87], pumps and wall board were held to be goods 
of the same descriptive properties, since the court concluded that 
confusion would result. The same was the holding in Macy & Co. 
v. Carter §& Sons, 56 App. D. C. 249; 12 (2d) 190 [16 T.-M. Rep. 
227], as to men’s clothing and hosiery; in Haas Bros. Fabrics Corp. 
v. Bliss, Fabyan § Co., 57 App. D. C. 44 [17 T.-M. Rep. 17], as 
to crinkly fabrics of cotton and artificial silk; in Di Santo v. 
Guarneri, 57 App. D. C. 89 [17 T.-M. Rep. 125], as to olive 
oil and tomato paste; in Blek Co. v. Mishawaka Rubber & Woolen 
Mfg. Co., 57 App. D. C. 149 [17 T.-M. Rep. 137], as to gar- 
ments and socks; in Kassman & Kessner v. Rosenberg Bros. Co., 
56 App. D. C. 109; 10 (2d) 904 [16 T.-M. Rep. 131], as to men’s 
hats and caps, and men’s suits and overcoats; in Lincoln Motor Co. 
v. Lincoln Mfg. Co., 58 App. D. C. 191 [18 T.-M. 33], as to auto- 
mobiles and brakes and timers, and in In re Defender Mfg. Co., 58 
App. D. C. 234 18 [T.-M. Rep. 370], as to sheets and piece goods. 

In the Di Santo case, supra, in an opinion by Judge Graham, 
of this court, then sitting with the Court of Appeals, the identical 
trade-mark “Mazzini” as applicable to olive oil and tomato paste 
was under consideration. In reversing the decision of the As- 
sistant Commissioner of Patents, the court there said: 

“It is a matter of common knowledge that the products, tomato paste 
and olive oil, are both food products—one a condiment for the making of 
soups and relishes; the other principally used as an ingredient for sauces 
and salads. They are sold as canned goods, from the same establishments, 
and presumably to the same class of purchasers. The purchaser of olive 
oil would doubtless be led to purchase a brand with which he had become 
familiar as a purchaser of tomato paste. Thus confusion would result, 
and not only the maker of the tomato paste, but the public as well, would 
be deprived of the protection which it was obviously the purpose of 
the trade-mark statute to give. And if it be found that there is doubt 
as to whether such confusion will exist, it is the duty of the court to 


resolve that doubt against the newcomer in the field.” Waltke & Co. v. 
Schafer & Co., 49 App. D. C. 254, 263 F. 650 [10 T.-M. Rep. 246]. 


We think the decision in the Di Santo case is supported by 
the overwhelming weight of recent authority and that the prin- 
ciple announced therein is controlling in the issue at bar. If 


tomato paste and olive oil are of the same descriptive properties 
to the extent that confusion would result from the fact that the 
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purchaser might be led to believe that the producer of the olive 
oil produced the tomato paste, likewise in the case at bar we 
conclude that coffee in one-pound tin cans, sold in grocery stores 
to the same customers who buy the 150 grocery food products 
manufactured by appellant, would also lead to confusion and 
mistake in the purchaser believing that the coffee of appellee was 
the goods of appellant and, as announced in that case, we reiterate 
here that if there was any doubt on the subject, it should be 
resolved against the applicant. The doctrine of the subject of 
doubt emanates from and is prompted by the fact that the ap- 
plicant has the whole world to select from and it is no hardship 
to require him to select a trade-mark which will eliminate the 
probability of confusion. Kassman §& Kessner v. Rosenberg Bros. 
Co., supra. 

Appellee argues at great length that it should be permitted 
to register its trade-mark because it was the prior user on coffee, 
as stated hereinbefore, apparently from the standpoint that our 
decision as to the registrability of its trade-mark in this action 
would be controlling of its right to use the name “Del Monte” 
on coffee. We are only concerned in this action with appellee’s 
right of registration of the trade-mark and not with its use of the 
same. As to whether appellee, in law, has the right to use the 
trade-name “Del Monte” on coffee in containers of any descrip- 
tion, or whether it has the right to use it in markets confined to 
the west coast or throughout the world, are questions not before 
us and are not decided. We do decide that such a statement 
of facts is not shown here as would warrant this court in saying 
that appellee was entitled to the exclusive use of the words on 
coffee, the right to such exclusive use being implied from the 
right to registration. The goods being of the same descriptive 
properties, so that the registration of the proposed trade-mark 
will lead to confusion, the statute requires that registration be 
denied, irrespective of other legal rights between the parties. 
(Note Beech-Nut Co. v. Lorillard Co., 278 U. S. 629 [17 T.-M. 


Rep. 159], was an action for infringement and not. concerning 
registration. ) 
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It is finally argued by appellee that appellant’s trade-mark 
“Del Monte” had a wide use on sardines, meats, candies, and 
several other articles prior to and coincident with its use by either 
appellee or appellant, and that because of this fact, appellee con- 
tends that opposer’s trade-mark must be “strictly construed and 
narrowly limited to specific goods.” This argument would seem 
to lead only in the direction of the conclusion that appellant had 
no right to its numerous registrations for food products already 
granted. (See Thaddeus Davids Co. v. Davids, supra.) We are 
not passing upon this question. “Del Monte” is a registered 
trade-mark for about 150 well-known food products manufactured 
and sold by appellant. The statute prevents the registration of 
“Del Monte” on goods of similar description to those upon which 
“Del Monte” is affixed under a registered or known trade-mark. 
In urging the registrability of appellee’s trade-mark as against 
the identical mark of the opposer, it is, to say the least, not 
helpful for applicant to point out that others have used the same 
or a similar mark prior to opposer’s use of the same. Sharpe § 
Dohme v. Parke Davis § Co., No. 2223, Ct. Cust. and 
Pat. Appls. . F. (2d) [20 T.-M. Rep. 79]. (See 
also Del Monte Special Food Co. v. California Packing Corpo- 
ration, 34 F. (2d) 774 [19 T.-M. Rep. 443}.) Thaddeus Davids 
Co. v. Davids, supra, is squarely in point here. 

Del Monte Special Food Co. v. California Packing Corpo- 
ration, supra, decided by the Circuit Court of Appeals, Ninth Cir- 
cuit, last year, and the case of Eastman Photographic Materials 
Co. v. Kodak Cycle Co., 15 Reports Patent Cases 105, strongly 
support the conclusion and reasoning herein. 














In the Del Monte case, supra, the Circuit Court of Appeals 
affirmed the judgment of the District Court enjoining the Del 
Monte Special Food Co. from the use of the words “Del Monte” 
in connection with the marking of oleomargarine or other food 
products. The Yale Electric Corporation case was cited with 
approval. It was found that confusion would result, and, in 
substance, that the infringer was trying to pass his goods off for 
the goods of the California Packing Corporation. 
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The Eastman case, supra, was an English case in which the 
Eastman Photographic Materials Co. brought an action for the 
purpose, among other things, of cancelling the trade-mark of 
the Kodak Cycle Co. as applied to bicycles. The court there 
held that confusion would result in the fact that purchasers would 
assume that bicycles made by the one were the property of the 
other and that the public would thereby be deceived, and the 
registration was cancelled. 

In the case at bar confusion is proved, but aside from the 
proved confusion, it is obvious to us that confusion would result. 
In Nestle & Anglo-Swiss Condensed Milk Co. v. Walter Baker 
§ Co., Ltd., 87 App. D. C. 148 [6 T.-M. Rep. 483], the court 
said: “In a trade-mark case involving the question whether there 
is such a similarity between two marks as will cause confusion 
in trade, an ocular inspection of the marks constitutes the most 
satisfactory evidence.” 

The decision of the Commissioner is reversed. 


Garrett and Lenroot, J. J., specially concurring: While 
concurring in the conclusion reached by the majority in this case, 
we are not in accord with all the reasoning upon which that con- 
clusion is based. 

We think the decision should rest upon practically the same 
grounds as those expressed in Cheek-Neal Co. v. Hal Dick Mfg. 
Ca, 17 Git. 'P. A. (see p. 274 post), decided concurrently 
herewith, and upon the reasoning in the specially concurring opinion 
in Goodrich §& Co. v. Hockmeyer, 17 C. C. P. A. [20 T.-M. 
Rep. 205], also decided on this day. 

The effect of the majority opinion, as we construe it, is to 
give an undue emphasis to confusion without first determining 
the issues of “class” and “same descriptive properties” which are 
elements that, in contemplation of the statute, must be present 
to cause the confusion. It is said: 








“. 


. . If one-pound sealed cans of coffee in grocery stores, on the 
same ‘shelves with 150 other sealed cans or containers of groceries such 
as are shown to be the product of appellant, might be mistaken for the 
goods of appellant, when identical trade-marks are used and both are sold 
to the same class of purchasers, then the goods are of the same descrip- 
tive properties and fall within the provision of the proviso. . . .” 
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It seems to us that the effect of this reasoning is largely 
to make the mark itself, after it has been applied, the predominat- 
ing element in determining whether confusion in origin may result 
and thus determine similarity of class or descriptiveness of prop- 
erties, not so much from the nature and characteristics of the 
goods themselves as from the marks that may be applied to them. 

In the administration of the Trade-Mark Act of 1905, the 
duties of the Patent Office are purely statutory, and the authority 
of this court, when it is invoked by an appeal, is limited in the 
same manner that the Patent Office is limited. We do not think 
we are clothed with the equitable jurisdiction inherent in the 
common law courts and conferred by law upon those Federal 
and District of Columbia Courts having equity jurisdiction. Vide 
Postum Cereal Co. v. Calif. Fig Nut Co., 272 U. S. 898, 698-99 
(47 S. Ct. Rep. 300). 

It seems to us that if the doctrine of the majority opinion 
be followed to its logical end there may be brought into the deter- 
mination of matters arising under the Registration Statute ques- 
tions that belong only to equity courts and which we do not think 
Congress intended to place within the Patent Office jurisdiction, 
or within the jurisdiction of this court, in registration proceedings. 
We fear that we are about to assume a jurisdiction which Congress 
never intended we should exercise in mere administrative or statu- 
tory proceedings. 

The majority say: 

“We conclude, therefore, that the meaning of the phrase ‘merchandise 
of the same descriptive properties’ must not only be ascertained in the 
light of the use of the words ‘goods of the same class,’ in the first part 
of Section 5 and the words ‘of substantially the same descriptive properties’ 
in Section 16 of the Trade-Mark Act, but must also be construed in con- 
nection with the predominant phrase of the provision ‘as to be likely to 
cause confusion or mistake in the mind of the public or to deceive pur- 


chasers,’ and the predominant word ‘distinguished’ in the first part of the 
section.” (Italics ours.) 


This holds, as we understand it, that greater emphasis is 
to be given a result than is placed upon the causes producing 


it. It reasons from effect back to cause, and virtually amounts 


to saying that, if confusion as to origin may result from the ap- 
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plication of the mark, that will be taken as conclusive of the fact 
that the statutory elements which, under certain circumstances, 
prohibit registration—similarity of class and descriptiveness—are 
present. This seems to us a strained construction of the statute, 
and does not give to the words “same class” and “same descrip- 
tive properties,” used in the statute, the consideration which is 
their due. 

We do not think we are at liberty to relegate those phrases 
to a state of practical unimportance, and declare the condition they 
describe will be inferred to exist because we believe confusion 
might exist. 

It seems to us that the natural and orderly way to apply 
the statute is to determine, first, whether the goods are of the 
same class and of the same descriptive properties, and then look 
to the character of the mark so as to ascertain whether its applica- 
tion would cause confusion. The reasoning of the majority opinion 
apparently would have it first determined whether by reason of 
the application of the mark there might be confusion, and, if 
so, would conclude from this the existence of sameness or similarity. 

It is true that the majority opinion says: ‘The mere fact 
that some indefinite and far-fetched confusion is to be shown 
or pointed out does not necessarily require that the goods shall 
be regarded as of the same descriptive properties,’ and gives 
certain illustrations by comparing products of the “chewing-gum 
maker” and the “ironmonger” as well as “clothes pins” and “dried 
herrings.” But this seems to us merely to mean that before 
any particular consideration need be given to the statutory words, 
other than confusion, there must be such a difference as that 
those words might as well never have been included in the statute. 

It seems to us that for all practical purposes the majority 
opinion can be readily and logically so extended as virtually to 
eliminate class sameness and similar descriptiveness from the 
Act and deny registration where the marks are identical or so 
resemble each other as that confusion of origin may be believed 
possible simply as a result of the application of the mark. 
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Since the words are in the statute, we think it our duty to 
give them effect, and feel that the test should be made from a 
consideration of the characteristics of the goods themselves which 
are to produce the effect, and not by taking a mere possible 
result as conclusive of its causes. 

The majority opinion contains the following statement: 


“After its decision in the American Tobacco Co. case, and after the 
Supreme Court’s decision in the American Steel Foundries case, we find the 
Court of Appeals of the District of Columbia almost unanimously and uni- 
formly holding that goods were of the same descriptive properties, 
when considered with reference to trade-mark registrability, if the goods 
in their characteristics, sale or use were sufficiently similar to permit 
the goods of the one to be taken by the public as the goods of the other— 
the question of confusion being the test. In Duro Pump & Mfg. Co. v. 
California Cedar Products Co., 56 App. D. C. 156 (11 (2d) 205) pumps and 
wall board were held to be goods of the same descriptive properties, since 
the court concluded that confusion would result. The same was the holding 
in Macy & Co. v. Carter & Sons, 56 App. D. C. 249 (12 (2d) 190) as to 
men’s clothing and hosiery; in Haas Bros. Fabrics Corp. v. Bliss, Fabyan 
§ Co., 57 App. D. C. 44, as to crinkly fabrics of cotton and artificial silk; 
in Di Santo v. Guarneri, 57 App. D. C. 89, as to olive oil and tomato paste; 
in Blek Co. v. Mishawaka Rubber & Woolen Mfg. Co., 57 App. D. C. 149, 
as to garments and socks; in Kassman & Kessner v. Rosenberg Bros. Co., 
56 App. D. C. 109 (10 (2d) 904) as to men’s hats and caps, and men’s suits 
and overcoats; in Lincoln Motor Co. v. Lincoln Mfg. Co., 58 App. D. C. 
191, as to automobiles and brakes and timers, and in In re Defender Mfg. 
Co., 58 App. D. C. 234, as to sheets and piece goods.” 


We have carefully examined the authorities cited in the quota- 
tion, and it is our opinion that the majority is in error in holding 
that in the cases cited, confusion was the test of whether the goods 
were of the same descriptive properties, as that phrase is used in 
said section 5. 

The first case cited, Duro Pump & Mfg. Co. v. California 
Cedar Products Co., supra, did not involve in any way the ques- 
tion in the case at bar. That case involved the use of a part of a 
corporate name, and the case arose under the second proviso of 
section 5, which proviso does no contain the words “same descrip- 
tive properties.” Obviously, in deciding that case, the construction 
of the words “same descriptive properties,’ contained in the sec- 
tion, was not involved, and it was clearly proper to apply the test 
of confusion irrespective of whether the goods of the parties were 
of the same descriptive properties. 
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We might add that the above observations are also applicable 
to the American Steel Foundries case, 269 U. S. 372 (46 S. Ct. 
Rep. 160). 

In the cited case of Haas Bros. Fabrics Corp. v. Bliss Fabyan 
§ Co., supra, the court said: 

“. . . . The goods in question, as shown by certain of the exhibits, are 
of the same descriptive properties, and that the purchasing public, seeing 


them sold under the same mark, would naturally believe that they had the 
same commercial origin in point of manufacture or marketing.” 


Here clearly the court first found that the goods were of the same 
descriptive properties without applying the test of confusion, 
and the confusion test was applied only as between goods pos- 
sessing the same descriptive properties. 

In the case of Di Santo v. Guarneri, cited and thereafter 
quoted from and discussed in the majority opinion herein, the 
opinion was written by Presiding Judge Graham of this court, 
sitting as a member of the Court of Appeals of the District of 
Columbia, as provided by law. 

In that opinion Judge Graham expressly held that the goods 
there involved were of the same descriptive properties, and he 
made no mention of confusion in arriving at that determination. 
He applied the test of confusion only as to trade-marks on goods 
possessing the same descriptive properties; that is, he first deter- 
mined class or descriptive properties, and then inquired into con- 
fusion, as we contend section 5 clearly requires. 

The case of Blek Co. v. Mishawaka Rubber § Woolen Mfg. 
Co., supra, throws no light whatever upon the question under 
discussion. 

In Kassman & Kessner v. Rosenberg Bros. Co., supra, the 
court expressly held that the goods were of the same descriptive 
properties, and there is no reference in the opinion to confusion 
in arriving at that conclusion. 

In Lincoln Motor Co. v. Lincoln Mfg. Co., supra, the court 
said: 

“. . . . The marks are not only deceptively similar, but were applied 


to goods of the same descriptive properties, to an extent that would 
inevitably lead to confusion.” 
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Here clearly is stated the proposition for which we contend, and 
that is that confusion is the result of a deceptively similar mark 
being applied to goods of the same descriptive properties, and 
not the test of whether the goods have such properties. 

In the case of In re Defender Mfg. Co., supra, the court 
held that “the goods possess the same descriptive properties,” 
and there is no reference in the opinion to the test of confusion 
being applied in reaching that conclusion. 

From our examination of the authorities cited, there is only 
one that makes any reference to the doctrine asserted in that 
part of the majority opinion last quoted, and that is the case 
of Macy & Co. v. Carter & Sons, supra. 

In that case it was expressly held that the goods “belong 
to the same general class of merchandise,” and in that connection 
no reference was made to confusion. Later in the opinion, how- 
ever, it was stated that where confusion results in the minds of 
purchasers, goods may be said to be of the same descriptive prop- 
erties; but we believe this is the only case decided since the 
decision in the American Steel Foundries case, supra, where the 
doctrine adopted in the majority opinion is even referred to. 

On the other hand, there have been a large number of cases 
decided by the Court of Appeals of the District of Columbia, in 
addition to those cited in the majority opinion, where goods were 
decided to be, or not to be, of the same descriptive properties 
without any reference to confusion as a test in arriving at that 
conclusion. 

It is our view that a careful examination of all the cases 
decided by that court, including those cited in the majority opinion, 
compels the conclusion that they do not sustain the position taken 
by the majority upon this question. 
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Tue B. F. Gooprich Company v. KENILWoRTH Mra. Company 
(No. 2209) 


United States Court of Customs and Patent Appeals 
April 29, 1930 
Trape-Marxs—Opposirion—“Zirrer” anv “Zip-Kick”—NoN-CONFLICTING. 
The word “Zip-Knick” held not to be confusingly similar to 
“Zipper,” both marks being used on articles of clothing. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 18 T.-M. Rep. 190. 


Willard D. Eakin, of Akron, Ohio, for appellant. 
Louis Alexander, of New York City, for appellee. 


Garrett, J.: This is an appeal from the decision of the 
Commissioner of Patents affirming the decision of the Examiner 
of Interferences dismissing the notice of opposition on the part of 
appellant to granting appellee registration as a trade-mark of the 
compound word “Zip-Knick.” 

Appellant (opposer) alleges ownership of the mark “Zipper,” 
as disclosed in registration No. 197,090, of April 7, 1925, used 
and to be used upon “boots and overshoes of rubber and fabric.” 

Appellee (applicant) claims the word “Zip-Knick” and seeks 
registration thereof for use on “wearing apparel for men, women 
and children, namely, knickers, gymnasium trunks, bathing trunks, 
and hiking trunks.” Use is claimed from November 17, 1925. 

Both classes of merchandise utilize a fastener of a well- 
known sliding type. This fastener was originally a patented ar- 
ticle, but the patent expired many years ago and it is now open 
to public manufacture and use. In neither instance does the mark 
apply to the fastener, but in both applies to the respective goods 
in their entirety. 

The Trade-Mark Act of February 20, 1905, was designed 
to be an aid in interstate and foreign commerce by providing a 
place at which marks or symbols used by a manufacturer or seller 
of goods to distinguish them from goods manufactured or sold by 
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another might be registered. The United States Patent Office was 
designated as the place of registration and the Commissioner of 
Patents was charged with the administration of the statute, in 
accordance with its provisions and terms. 

The common law during a long period of time has recognized 
certain rights in such trade-marks or trade-symbols, and litiga- 
tion over these rights has developed a large body of law as part 
of the legal systems of our governments. 

The Federal Trade-Mark Act was not intended to interfere 
with or change the principles of the common law relative to trade- 
marks, but was designed, in part at least, to supplement these 
by providing a place and facilities where the owner of one might 
register it, and thus secure whatever of advantage in interstate and 
foreign commerce might be derived under the statute, but the 
advantages or rights so acquired naturally remained subject to 
the common law principles as they have been, and may be, applied 
in the courts, State and Federal, having jurisdiction of litigation 
relating to the subject matter. 

The function of the Commissioner of Patents in administering 
the Trade-Mark Act is administrative in character. It is derived 
wholly from the statute and he is governed by its terms. The 
jurisdiction of this court in the cases appealed from the Com- 
missioner is likewise purely statutory and we are limited in the 
same way that the Commissioner is limited. Vide Postum Cereal 
Co. v. Calif. Fig Nut Co., 272 U. S. 693, 698-99 ([17 T.-M. Rep. 
27] 47 S. Ct. Rep. 284). 

The duty of the Commissioner and of this court on appeals 
from the Commissioner, in all cases, is simply to determine whether 
an application meets the statutory requirement so as to be entitled 
to registration. Registration being granted or refused leaves the 
parties in interest, with their rights and equities, under the com- 
mon law, legally unaffected, except as they may be enforced under 
Sections 16 and 17, 15 U. S. C. A., Sections 96 and 97. 

The jurisdiction now vested in the United States Court of 
Customs and Patent Appeals by the Act of March 2, 1929, 
which by its terms became effective April 1, 1929, was, until the 
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latter date, vested in the Court of Appeals of the District of 
Columbia. So the latter court for many years had two distinct 
jurisdictions, viz., appeals from the Patent Office on questions of 
registration and appeals from the Supreme Court of the District 
of Columbia on matters of litigation between individuals, as pro- 
vided for in the statute. 

The latter that court still has; to this court the former has 
been transferred. 

In the construction and application of the registration statute, 
the Commissioner of Patents and this court naturally find in the 
decisions of those courts having jurisdiction of litigation arising 
under the common law, reasoning and principles applicable in 
determining the right of registration, but the well-defined differ- 
ences of jurisdiction must be recognized and the exact authority 
vested in this court should be borne in mind. It is entirely 
statutory and has only to do with the right of registration. 

In D. & C. Co. v. Everett Fruit Products Co., 20 Fed. (2d) 
279 [17 T.-M. Rep. 301], the Court of Appeals of the District 
of Columbia, through Justice Robb, said: 


“As we have observed in other cases, there is a sharp distinction 
between a statutory registration proceeding and a suit for unfair com- 
petition.” 

The statute appears to be drawn so as to invite and encourage 
registration. Sections 1, 2, 3 and 4, 15 U. S. C. A., Sections 
81, 82, 83 and 84, contain the authority and provide the methods 
for its exercise; Section 5, 15 U. S. C. A., Section 85, then declares 
that with certain exceptions specifically set forth: 


“No mark by which the goods of the owner of the mark may be dis- 
tinguished from other goods of the same class shall be refused registration 
as a trade-mark on account of the nature of such mark. . . .” 


Among these exceptions is the one in the second proviso of 
Section 85: 


we . Trade-marks which are identical with a registered or known 


trade-mark owned and in use by another and appropriated to merchandise 
of the same descriptive properties, or which so nearly resemble a registered 
or known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties as to be likely to cause 
confusion or mistake in the mind of the public or to deceive purchasers 
shall not be registered.” 
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If, therefore, it appears that the mark for which registra- 
tion is sought so nearly resembles one already registered, or known, 
owned by another, which latter is being applied to merchandise 
of the same descriptive properties, as that confusion or mistake in 
the mind of the public would really result, or purchasers would 
likely be deceived, then registration must be refused; otherwise 
it is the imperative duty of the Commissioner to grant registration 
(unless as of course other features of objection prescribing it 
under the Statute are present). Vide Beckwith v. Comr. of 
Patents, 252 U. S. 538, 546 ([10 T.-M. Rep. 255] 40 S. St. 
Rep. 414). 

In the case at bar the opposing words are not identical and 
the only resemblance between them lies in the fact that both con- 
tain a syllable made up of the three letters “Z,’ “I” and “P’— 
“Zip.” 

It seems to us that there is a distinct difference between the 
contending marks. Their meaning and appearance are not the 
same nor do they resemble each other in sound when pronounced. 
As pointed out in the case of Goodrich Company v. Hockmeyer, 
17C.C. P. A. [20 T.-M. Rep. 205], decided recently, “it ap- 
pears that the word ‘Zip’ and other words comprising the word 
‘Zip’ have been registered for various articles.” 

In view of the manifest distinction between the marks, it 
is our conclusion that whether the goods be of the same descrip- 
tive properties or not, the use which appellee proposes to make 
of its word “Zip-Knick,’ as set forth in its application, is not 
likely to cause confusion in the mind of the public or deceive 
purchasers and that, therefore, its registration should be allowed. 

Accordingly, the decision of the Commissioner is affirmed. 


Buianp, J., dissenting: I regret that I cannot concur in the 
views of my associates and will briefly state the grounds of my 
dissent. 

The appellant, opposer, is the owner of the trade-mark “Zip- 
per” used upon boots and overshoes of rubber and fabric. Appellee 
seeks to register the term “Zip-Knick’”’ to be used on wearing 
apparel for men, women and children, namely, knickers, gym- 
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nasium trunks, bathing trunks, and hiking trunks. It is claimed 
that appellee has used this trade-mark on goods of this charac- 
ter since November 17, 1925. The use of appellant began in 
1923 and through large sales and extensive advertising the word 
“Zipper” is usually associated by the trade with any article which 
makes use of the hookless fastener. 

In B. F. Goodrich Co. v. Clive E. Hockmeyer (Zip-On Mfg. 
Co., substituted), Suit No. 2208, decided April 14, 1930, by this 
court [20 T.-M. Rep. 205], and in California Packing Corp. v. 
Tillman & Bendel, Inc., Suit No. 2341 (the Del Monte case), de- 
cided on the same date (see p. 238 ante), this court held in sub- 
stance that where goods were of the same class, they were of the 
same descriptive properties and that goods were of the same class 
and the registration of similar trade-marks was not warranted 
if the similarity of the goods and the similarity of the trade-marks 
was likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers. 

For trade-mark purposes, under the Trade-Mark Act of 1905, 
I think the goods of appellant are in the same class as the 
goods of appellee, insofar as they are both susceptible of the 
appropriate use of the hookless fastener. The zipper characteris- 
tic of the articles is the chief and predominant characteristic which 
permits confusion in the trade. To the trade and to the public, 
“knick” means knicker and “zip” carries the implication that it 
has the zipper construction and, in my judgment, the public will 
understand, or is likely to understand, that the knickers and the 
overshoes have the same origin. This, according to the settled 
view of this court, is one of the kinds of “confusion” Congress 
had in mind when it gave legislative expression to the common 
law understanding. 


This and other courts have frequently held that there is no 
poverty in the human language justifying the adoption of a term 
for trade-mark purposes so similar to that of the trade-mark 
owned and used by another as to be likely to lead to confusion. 
That appellee seeks to profit by appellant’s use of the term “Zip- 
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per” is too obvious for serious contention. The rights of the public 
as well as those of the parties must not be overlooked. 

In this particular case the right to register the term “Zip- 
Knick” without the use of any other words or device in connection 
therewith is sought by appellee. Appellee also seeks to register 
the term “Zip-Knick” with the word “Kenilworth” in a parallel 
block written across the term “Zip-Knick.” While this additional 
matter may lessen the probability of confusion, it certainly does not 
remove it. 

In B. F. Goodrich Co. v. Hockmeyer, supra, we denied the 
right of registration to the Zip-On Mfg. Co. for the word “Zip-On’”’ 
which was to be used for leggings, and men’s, women’s, and chil- 
dren’s knickerbockers, because it would lead to confusion in the 
trade by reason of appellant’s trade-mark use of the word “Zip- 
per.” It is difficult for me to harmonize our views in that case 
with the views of the majority in this one. Moreover, this and 
other courts have always resolved the doubt against the newcomer. 
Aunt Jemima Mills Co. v. Blair Milling Co., 50 App. D. C. 281, 
270 Fed. 1021 [11 T.-M. Rep. 104]; Lambert Pharmacal Co. v. 
Mentho-Listine Chemical Co., 47 App. D. C. 197 [8 T.-M. 
Rep. 33]. 

I cannot justify granting the right to one to profit by con- 
fusion and deny it to another. I think the decision of the Com- 
missioner of Patents should be reversed. 


Rost NerENSTONE Bookman, doing business as the PrroxoGeNn 
Company oF America v. THE OAKLAND CHEMICAL 
CoMPANY 


United States Court of Customs and Patent Appeals 
May 28, 1930 
Trape-M arxs—Oppositrion—“PEROXOGEN” FoR Hyprocen Peroxipe—Descrip- 
TIvE TERM. 


The term “Peroxogen” as a trade-mark for hydrogen peroxide held 
descriptive and hence unregistrable. 
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Trapve-Marxs—Ricut to Orrpose—Score or Inqury. 
The right to oppose the registration of a trade-mark is not limited 

to those who possess exclusive ownership of a similar mark; moreover, 

the Patent Office tribunals may dispose of any question relating to 
the proposed registration that might properly be considered in an 

ex parte case. 


Appeal from a decision of the Commissioner of Patents, sus- 
taining a trade-mark opposition. Affirmed. For the Commissioner’s 
decision, see 18 T.-M. Rep. 92. 


Bennet I. Schlessel, of New York City, and Robert E. Barry, 

of Washington, D. C., for appellant. 
Hervey, Barber & McKee (Lanier McKee, M. T. Hankins and 
Wm. S. Greene, Jr., of counsel, all of New York City) 
for appellee. 


Hatrietp, J.: This is an appeal from the decision of the 
Commissioner of Patents affirming the decision of the Examiner of 
Interferences sustaining the opposition of appellee and holding that 
appellant was not entitled to registration of her trade-mark 
“Peroxogen” for use on hydrogen peroxide, bleaching compounds, 
and bleaching powders. 

In its notice of opposition, appellee alleged that it was the 
owner of the trade-mark “Dioxogen” for use on “antiseptic and 
disinfectant compounds”; that the goods for which appellant’s 
trade-mark was sought to be registered possessed the same descrip- 
tive properties as those on which the trade-mark of appellee has 
been and is now being used; that its mark “Dioxogen” was regis- 
tered in the United States Patent Office for use on antiseptic and 
disinfectant compounds on August 25, 1908—No. 40,998, and again 
on January 15, 1924—No. 178,628; that appellee’s trade-mark has 
been in actual and continuous use since a date long prior to say use 
by appellant of her alleged trade-mark; and that appellee would be 
damaged by the registration of appellant’s mark. 

In her answer to the allegations contained in the notice of 
opposition, appellant alleged that her mark—‘Peroxogen” was 
“formed from the name of the product to which it is applied as 
shown in the following capitalization: ‘PEROX-ide-Of-hydro- 
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GEN’ ”’; that “the word ‘oxygen’ is common to both marks, is de- 
scriptive of an element of the goods of both opposer and respondent 
and, standing alone, is not capable of exclusive appropriation by 
either party.” (Italics ours.) 


In his decision, the Commissioner of Patents, among other 
things, said: 


“The essential grounds urged by the applicant in support of her ap- 
peal are that the Examiner erred in holding that there is at least doubt 
that confusion in trade would be likely; that the Examiner erred in not 
permitting the applicant to urge the lack of ownership of any trade-mark 
on the part of the opposer in view of the decision of the Circuit Court 
of Appeals of the Second Circuit, in Oakland Chemical Company v. Book- 
man, decided December 5, 1927; and that the Examiner erred in refusing 
to permit applicant to urge that that descriptiveness of opposer’s mark. 

“It is believed that the prior adjudications of the courts involving the 
rights of the parties to this proceeding are conclusive of the question 
involved in the instant case, viz., whether the applicant is entitled to the 
registration for which she has made application. 

“In the United States District Court, Southern District of New York, 
in the case entitled Oakland Chemical Company, Plaintiff, against Rose 
Nerenstone, doing business as the Peroxogen Company of America, Judge 
Knox handed down a decision May 14, 1927, holding that ‘the name 
adopted by the defendant is an infringement of plaintiff's trade-mark 
admits of little doubt, but that ‘Dioxogen is descriptive of peroxide 
of hydrogen, and therefore, not capable of exclusive appropriation and 
registration.’ 

“On appeal to the Circuit Court of Appeals, Second Circuit, the 
decision of the District Judge was affirmed (December 5, 1927), Judge 
Hand, in delivering the decision of the court, holding in effect that 
‘Dioxogen would infringe as much as peroxygen’ and that these and 
like terms describe the class of substances to which the product belongs. 

“It follows from these adjudications that registration of the appli- 


cant’s mark is prohibited by Section 5 of the Trade-Mark Act of February 
20, 1905, which provides: 


“That no mark which consists . . . . merely in words or devices 
which are descriptive of the goods with which they are used, or of the 
character or quality of such goods, . . . . shall be registered under the 


terms of this Act. 

“As to the applicant’s contention that the Examiner erred in not 
permitting the applicant to urge lack of ownership of the mark on the 
part of opposer, it may be stated that a trade-mark use of a mark is 
not necessary in a proceeding of this kind. If the opposer can show in 
any way that it would probably be damaged by the registration of the 
applicant’s mark, it has the right to bring opposition proceedings. There 
is nothing in the trade-mark statute which says that a person must own 
a trade-mark, registered or not, before he can oppose the registration of 
the mark to another person.” (The Touraine Company v. F. B. Wash- 
burn & Co., 309 O. G. 676; 52 App. D. C. 356; 1923 C. D. 174 [13 T.-M. 
Rep. 121; 286 F. 1020].) (Italics ours.) 
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Counsel for appellant concurs in the view expressed by the 
Commissioner that appellee’s mark “Dioxogen” is descriptive and 
that it was so held by the Circuit Court of Appeals, Second Circuit, 
in the case of Oakland Chemical Company v. Rose Nerenstone 
Bookman, Doing Business as The Perorogen Company of America, 
18 T.-M. Rep. 1, 22 F. (2d) 930. However, counsel takes excep- 
tion to the statement in the Commissioner’s decision that appellant’s 
mark “Peroxogen’” was also held to be descriptive. It is further 
contended that, as its mark has been held to be descriptive, appellee 
is not entitled to the exclusive use and is not the owner of the mark 
“Dioxogen”; that appellee cannot invoke the confusion in trade 
clause of section 5 of the Trade-mark Act of February, 1905, as 
the basis of its opposition; and that, as appellee cannot show 
“statutory injury” by the registration of appellant’s mark, appel- 
lant is entitled to have her mark registered. 

It is evident that the marks of the contending parties are used 
on goods of the same descriptive properties. 

In the case of the Oakland Chemical Company v. Rose Neren- 
stone Bookman, etc., supra, the Circuit Court of Appeals, in its 
statement of the case, said: 


“The parties are both citizens of New York and the jurisdiction 
of the district court depended wholly upon the registration of the plaintiff's 
trade-mark, ‘Dioxogen,’ whose infringement by the defendant’s mark, 
‘Peroxogen,’ was the gist of the suit. Peroxide of hydrogen is a chemical 
product, so called because it consists of a molecule of two atoms of 
oxygen and two of hydrogen. Its use as a disinfectant is old, and the 
plaintiff began to make and sell it in 1890, under the name ‘Peroxide of 
Hydrogen, O. C.,’ though its more proper chemical name is ‘Dioxid of 
Hydrogen’ or ‘Hydrogen Dioxid.’ The plaintiff after using the second 
of these names for a while, in 1901 changed to ‘Dioxogen,’ which it 
registered as a trade-mark in 1903 and again in 1924 It has spent 
large sums in advertising the product under that name, and has registered 
the same mark in more than thirty foreign countries. 

“The defendant sells the same product under the name ‘Peroxogen,’ 
but without attempting otherwise to invade the plaintiff’s good-will. Since 
the suit depends upon registration, no questions of secondary user, or of 
other unfair competition at common law arise.” 


The court held that the mark “Dioxogen” was descriptive and, 
accordingly, affirmed the judgment of the District Court dismissing 
the bill of complaint. In its opinion, among other things, the Cir- 
cuit Court of Appeals said: 
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“While that is indeed not itself an English word at all, its com- 
position is apparent. ‘Di’ is not an unknown prefix, e¢.g., ‘diphthong,’ 
‘dilemma,’ ‘dichotomy’ and ‘diptych’; and in scientific and technical ter- 
minology it is common. Its significance as a prefix to oxygen would be 
plain to a literate person; the word would mean ‘double oxygen.’ True, 
it would still remain ambiguous, but then, too, so would ‘Dioxid,’ stand- 
ing alone, a word of common speech. 


* * * * 

“It fails also in the second: ‘Dioxid’ would infringe as much as 
‘peroxygen’—more indeed—and yet it is the only proper word to describe 
the class of compounds which the plaintiff's product is. Certainly, the 
defendant could have used it. Indeed, ‘double oxygen’ itself would be 
an equal infringement. Both these are actual words. In a suit for unfair 
trade perhaps the plaintiff could forbid such words as ‘peroxygen’ or 
‘bioxygen,’ for these are coined and it is no hardship to prevent their use.” 

Whether the Commissioner rightly construed the court’s de- 
cision as holding that the word “peroxygen” was descriptive need 
not give us great concern. 

Funk & Wagnalls’ New Standard Dictionary defines the words 


“Peroxide,” “Dioxide,” and “Protoxid” as follows: 
“Peroxide, n. 1. Chem. An oxid having a larger proportion of 
oxygen than any other oxid of the same series: Contrasted with protovid. 


R. Same as Hydrogen dioxid. (Beginning ‘Same’ italics ours.) 


“Dioxide, n. Chem. An oxid containing two atoms of oxygen to the 
molecule. 


“Protoxid, n. Chem. An oxid containing only one atom of oxygen.” 
yg 


The question of the descriptiveness of appellant’s mark, in 
view of the quoted definitions, requires no discussion. Obviously, 
if the word “Dioxogen” is descriptive, the word “Peroxogen’’ is 
none the less so. If neither is descriptive, then, in our opinion, 
the use by appellant of the mark “Peroxogen’’ on goods possessing 
the same descriptive properties as those on which appellee uses its 
registered mark “Dioxogen’” would be likely to cause confusion in 
the mind of the public and to deceive purchasers. 

The right to oppose the registration of a trade-mark is not 
limited to those who possess exclusive ownership of a similar mark ; 
nor are the Patent Office tribunals limited, in an opposition proceed- 
ing, to a consideration of the precise questions presented in a notice 
of opposition. On the contrary, in such a proceeding, they may 
dispose of any question relating to the proposed registration that 
might properly be considered in an ex parte case. California 
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Cyanide Company v. American Cyanamid Company, 18 C. C. P. A. 


—_———_, ———— F.. (2) ———— (see p. 266 post), decided concur- 
rently herewith, and cases therein cited. 


For the reasons stated, the decision is affirmed. 


CauirorNiA CyanipE Company v. AMERICAN CYANAMID CoMPANY 


United States Court of Customs and Patent Appeals 


May 28, 1930 


Trape-Marxs—Opposirion—Wuo May Oppose. 

To oppose the registration of a trade-mark, it is not necessary 
that opposer be the owner of the mark; it is sufficient that he can 
show that he would be damaged by such registration. 

Trape-Marxs— “Catcyanmwe” anno “Catctum Cyanine” — ConFLictTInG 

TERMS. 


The word “Calcyanide” held confusingly similar to the mark 
“Calcium Cyanide,” both used on calcium cyanide compounds. 
Appeal from a decision of the Commissioner of Patents, sus- 
taining a trade-mark opposition. Affirmed. For the Commissioner's 
decision, see 19 T.-M. Rep. 500. 


Dean S. Edmonds and Geo. J. Hesselman, both of New York 
City and C. M. Fisher, of Washington, D. C., for appel- 
lant. 

H. C. Bierman, of New York City, for appellee. 


Hartrie.p, J.: This is an appeal from the decision of the Com- 
missioner of Patents reversing the decision of the Examiner of In- 
terferences dismissing the notice of opposition of appellee and hold- 
ing that appellant was entitled to the registration of the trade- 
mark “Calcyanide” for use on fumigants. 

In its notice of opposition, appellee, the American Cyanamid 
Company, declared that it would be injured by the registration of 
appellant’s trade-mark for the following reasons: 


“1. That from a date prior to the date of alleged use of the trade- 
mark sought to be registered, and continuously to the present time, 
the American Cyanamid Company has used the trade-mark ‘Calcium 
Cyanide’ in interstate commerce for fumigants, and that the trade-mark 
‘Calcyanide’ is deceptively similar thereto.” 
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The case was submitted to the Examiner of Interferences 
upon an agreed statement of facts. It appears therefrom that 
the goods of the parties possess the same descriptive properties; 
that the words “Calcium Cyanide” have been used on its goods 
by appellee since 1921; that appellant has used the trade-mark 
“Calcyanide” on its goods since December, 1925; that the goods 
of the parties are sold and used in practically all parts of the 
United States; that “Calcium Cyanide” is a chemical compound; 
and that the fumigant of appellant “contains commercially pure 
calcium cyanide,” whereas that of appellee “contains crude calcium 
cyanide.” 
We quote from the agreed statement of facts: 


“10. Eimer and Amend catalogue, dated August, 1920, lists on page 
194 the materials Cale-sinter and Calc-tufa as chemicals in stock and for 
sale. These names designate calcium compounds. 

“11. The Pharmacopoeia of the United States of America (1926) 
lists calcium salts giving the word ‘Calcii’ as the designation for calcium 


on pages 86-91. On pages 92 and 93 the word ‘calx’ is used to designate 
lime. 


“12. M. W. Randall and Victor I. Safre if called and examined 
as witnesses on behalf of applicant would testify that the term ‘Cal- 
cyanide’ was coined and adopted by the applicant, California Cyanide 
Company, as a trade-mark for its product because it suggests one of the 
ingredients of the product to which it is applied; because it suggests 
the name of the applicant—‘Cal’ being the abbreviation for California 
and ‘Cyanide’ being the second word in applicant’s name; and because 


it is in harmony with applicant’s established trade-marks ‘Calcy’ and 
‘Calcyco.’” 


The sole question for determination is whether the term “Cal- 
cyanide” is descriptive or merely suggestive of appellant’s goods. 

It is conceded that the words “calcium cyanide” used by 
appellee are descriptive and that appellee is not the exclusive 
owner of those words for trade-mark purposes. If the term 
“Calceyanide” is descriptive, the opposition was properly sustained. 
If it is merely suggestive, appellant is entitled to registration of 
its mark. 

The Examiner of Interferences held that the words “calcium 
cyanide” were purely descriptive of appellee’s goods; that they 
did not perform the function of indicating origin; and that, as 
appellee was not the owner of the mark “Calcium Cyanide,’ it 
could not, under the statute, oppose the registration of appellant's 
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mark “Calcyanide.” The question of whether or not the mark 
“Calcyanide” was “descriptive” was not discussed in the decision. 

On appeal, the Commissioner of Patents held that the op- 
poser, appellee, had the legal right, if it could show that it would 
be damaged thereby, to oppose the registration of appellant’s mark 
“Calcyanide,’ although, due to the fact that its mark “Calcium 
Cyanide” was descriptive, it—appellee—did not have the right to 
its exclusive use and was not the owner thereof. In support of 
his holding, the Commissioner of Patents cited the case of T’ouraine 
Co. v. F. B. Washburn §& Co., 52 App. D. C. 356, 286 Fed. 1030 
[13 T.-M. Rep. 121], 1923 C. D. 174, and quoted the following 
from the decision of the Court of Appeals of the District of 
Columbia: 

“Of course, a trade-mark use of a mark is not necessary in a pro- 
ceeding of this kind. If the opposer can show in any way that he would 
probably be damaged by its registration to the applicant he may do 
so. The trade-mark statute (section 6, 33 Stat. 726 [Comp. St. § 9491] ) 
is our chart. There is nothing in it which says that a person must own 
a trade-mark, registered or not, before he can oppose the registration 
of the mark to another person. All that the statute requires of him, 


according to our interpretation, is to prove facts which, if true, would 
tend to show that he would probably be damaged by the registration.” 


In holding that appellant’s mark “Calcyanide” was descrip- 
tive, and, therefore, not registrable as a trade-mark the Commis- 
sioner said: 


“A comparison of the two marks shows that they have the same 
essential characteristics as to appearance and meaning. The applicant’s 
mark consists merely in writing calcium cyanide as one word, omitting 
the syllables ‘cium’ of the first. By stipulation it is agreed that ‘calc’ 
has been written for calcium in compound words including calcium; 
also, that it is common practice to write the words calcium cyanide 
either as two words or as a single word. It is also stipulated that calcium 
cyanide is the name of a chemical compound known for a number of 
years. 

“With this understanding of the facts involved it must be held that 
the applicant’s mark is a mere variant of the opposer’s mark, and is 
descriptive of the chemical compound calcium cyanide. . .” 


It is claimed by appellant that the mark “Calcyanide” is not 
descriptive, but, on the contrary, is merely suggestive of the in- 
gredients, qualities, or characteristics of its fumigants; that it is 


not found in the dictionaries nor in the “common language of the 
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trade’; and that it is merely a coined word used to indicate the 
origin of appellant’s product. 

The second proviso of section 5 of the Trade-Mark Act of 
1905 provides: 


« 


: Provided, That no mark which consists merely in the name 
of an individual, firm, corporation, or association not written, printed, 
impressed, or woven in some particular or distinctive manner, or in 
association with a portrait of the individual, or merely in words or devices 
which are descriptive of the goods with which they are used, or of the 
character or quality of such goods, or merely a geographical name or term, 
shall be registered under the terms of this act. . . .” (Italics ours.) 


Although a descriptive mark is not registrable as a trade- 
mark, one that is merely suggestive of the character or quality 
of goods is entitled to registration. Orange Crush Co. v. Califor- 
nia Crushed Fruit Co., 54 App. D. C. 313, 297 Fed. 892 [14 T.-M. 
Rep. 228]. There are many other decisions of the courts to the 
same effect. 

It appears from the record that the word calcium is frequently 
abbreviated and the word “calc” is substituted therefor as a part 


of a compound word to indicate calcium compounds; for example, 
“Calc-sinter” and “Calc-tufa.”” The word “Calcii” is also used 
to designate calcium. 


Cyanide is a “compound of cyanogen with a metallic element 
or radical.” Funk & Wagnalls’ New Standard Dictionary. The 
same authority defines “Calcium” as “A silver-white, malleable 
metallic element, never occurring free, but widely distributed in 
combination.” 

There are many calcium, as well as many cyanide, compounds. 
In view of the fact that both calcium and cyanide are compounds, 
neither ever occurring free, and as the word calcium is frequently 
abbreviated to “Calc” when used in conjunction with other words 
to designate calcium compounds, it would seem to be evident 
that the word “calcyanide” is but an abbreviation of the term 
“calcium cyanide.” If the word “Cale” is used with the word 
“eyanide’”—Calcyanide—to designate calcium cyanide, the trade- 
mark of appellant has been formed by merely omitting the letter 
“C” in either cyanide or calc and using the two words as one. 
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Counsel for appellant argues that the word “Calcyanide’’ is 
merely highly suggestive. We are not of this opinion. 

In view of the facts of record, we think that the involved 
mark is reasonably descriptive of appellant’s fumigant, and that 
it is not indicative of its origin, but of its quality and character. 
See Drive It Yourself Co. v. North et al., 120 A. 87 [16 T.-M. 
Rep. 159]; In re Central Consumers Company, 32 App. D. C. 
523; Electro Steel Company v. Lindenberg Steel Company, 45 
App. D. C. 270 [5 T.-M. Rep. 295]; In re Swan § Finch Co., 
49 App. D. C. 94, 259 Fed. 990 [9 T.-M. Rep. 397]; In re Alvah 
Bushnell Co., 49 App. D. C. 133, 261 Fed. 1013 [10 T.-M. Rep. 
88]; In re Chas. R. Long, Jr., Co., 51 App. D. C. 399, 280 Fed. 
975 [12 T.-M. Rep. 176]. 

It is well settled that the statutory right to oppose the regis- 
tration of a trade-mark does not depend upon the exclusive owner- 
ship by an opposer of a similar mark. It is only necessary that 
the opposer establish that he would probably be damaged by the 
registration of an applicant’s mark. T'ouraine Co. v. F. B. Wash- 
burn & Co., supra; Broderick v. L. Mitchell & Co., 53 App. D. C. 
220, 289 Fed. 618 [13 T.-M. Rep. 219], and cases cited. 

Section 7 of the Trade-Mark Act of February, 1905, pro- 
vides that “. . . . in every case of interference or opposition to 
registration he (the Commissioner of Patents) shall direct the 
examiner in charge of interferences to determine the question of 
the right of registration to such trade-mark, and of the sufficiency 
of objections to registration. . . . (Italics ours.) Accordingly, 
the Patent Office tribunals may, in an opposition proceeding, dis- 
pose of any question relating to the proposed registration that 
might properly arise in an ex parte case. In re Herbst, 32 App. 
D. C. 565 [6 T.-M. Rep. 137]. 

In view of the fact that appellant’s mark is descriptive of the 
goods of appellee as well as those of appellant, and, as appellee 
would probably be damaged by the registration complained of, 
it had a legal right to oppose such registration. 

For the reasons stated, the decision is affirmed. 
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Tue B. F. Gooprich Company v. Kenitwortu Mra. 
Company, INc. 
(No. 2210) 
United States Court of Customs and Patent Appeals 


April 29, 1930 


Trape-Marxs—Opposition—“Zirp-Mipy KEeNiLwortH” anv “Z1pper”—Non- 
CONFLICTING Marks. 
The word “Zip-Midy,” with the name “Kenilworth” superimposed 
thereon in a rectangle, held not confusingly similar to the word “Zip- 
per,” both marks being used on wearing apparel. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 18 T.-M. Rep. 190. 


Willard D. Eakin, of Akron, Ohio, for appellant. 
Louis Alexander, of New York City, for appellee. 


Garrett, J.: In this case appellant (opposer) has appealed 
from the decision of the Commissioner of Patents sustaining the 
action of the Examiner of Interferences dismissing the opposition 
to the application of appellee for registration as a trade-mark of 
the compound word “Zip-Midy,’ having superimposed thereon in 
a panel-shaped box or elongated rectangle the word “Kenilworth.” 

Opposer is the owner of the trade-mark registered April 7, 
1925, No. 197,090, comprising the word “Zipper” used on boots 
and overshoes of rubber and fabric. Appellee (applicant) states 
use on and for “wearing apparel for men, women and children— 
namely, middies and sport shirts made of knitted and textile 
fabrics.” 

We think the case is on all fours with one between the same 
parties, No. 2209, heard and decided concurrently herewith wherein 
the words at issue are “Zipper” and “Zip-Knick.” 

The only resemblance in the marks themselves is contained 
in the single syllable “Zip.” In the instant case the imposition 
of the word “Kenilworth” over or upon the larger letters “Zip- 
Midy” tends to make the resemblance even more remote than 
that existing between the marks “Zipper” and “Zip-Knick”’ in plain 
letters in case 2209. 
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We think the marks are entirely dissimilar and that the use 
by appellee of “Zip-Midy,” as proposed, would not be likely to 
cause confusion in the mind of the public or deceive purchasers 
and should be admitted to registration. 

The decision of the Commissioner is affirmed. 


Buanp, J., dissenting: This is a companion case to Suit No. 
2209 and Suit No. 2211 between the same parties. In Suit No. 
2209 the Kenilworth Mfg. Co. was granted registration for the 
term “Zip-Knick” as applied to certain kinds of men’s, women’s 
and children’s knickers, etc. In Suit No. 2211, it was granted 
the right to register the term “Zip-Over” in connection with the 
word “Kenilworth” for use on sweaters and sweat shirts and in 
this case appellee was granted the right to register “Zip-Midy”’ 
in connection with the word “Kenilworth” for use on wearing 
apparel for men, women and children, including a middy, etc. 

For the reasons set out in Suit No. 2209, decided concurrently 
herewith, I dissent from the views of my associates. 


Tue B. F. Goopricnh Company v. KenitwortH Mra. 


Company, Inc. 
(No. 2211) 


United States Court af Customs and Patent Appeals 
April 29, 1980 


Trape-Marxs—OpposiTioN—NoN-CONFLICTING Marks. 

“Zipper” and “Kenilworth Zip-On,” shown in a panel with the 
name “Kenilworth” appearing above, held not confusingly similar to 
“Zipper,” both marks being used on sweaters and shirts. 

Appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision see 18 T.-M. Rep. 190. 

Willard D. Eakin, of Akron, Ohio, for appellant. 

Louis Alexander, of New York City, for appellee. 


Garrett, J.: In this case appellee (applicant) sought regis- 
tration under the Federal Trade-Mark Act of the compound word 
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“Zip-Over,” having imposed upon it in an elongated rectangle 
the word “Kenilworth,” for use “for sweaters and sweat shirts.” 

Appellant (opposer) filed opposition, alleging ownership of 
the mark “Zipper” for use on “boots and overshoes of rubber 
and fabric.” 

The Examiner of Interferences dismissed the opposition and, 
his decision being affirmed by the Commissioner of Patents, appeal 
was taken, which brings the matter before us. 

The case was heard by us in connection with cases 2209 and 
2210 between the same parties and all three are being decided 
contemporaneously. 

In view of the court’s decision in Goodrich Company v. Hock- 
meyer, 17 C. C. P. A. [20 T.-M. Rep. 205], decided recently, the 
instant case is not altogether on all fours with cases 2209 and 
2210, supra, because “Zip-Over” standing alone has a significance 
not possessed by either “Zip-Knick” or “Zip-Midy,” but is more 
nearly in the class of the word “Zip-On,” which is refused regis- 
tration by us in the Hockmeyer proceedings. However, as we 
pointed out in the beginning, appellee is not proposing to register 
the plain words “Zip-Over,” as was proposed with “Zip-On,” but 
has imposed upon them in a panel the word “Kenilworth.” This 
word is so superimposed upon the compound word, or hyphenated 
phrase, “Zip-Over,”’ that it becomes really the dominant feature 
of the mark as printed. It seems to us that in this form there 
is no likelihood of confusion being caused in the mind of the 
public, or purchasers being deceived. We, therefore, hold that 
appellee is entitled to the registration sought, and the decision of 
the Commissioner is affirmed. 


Buianp, J., dissenting: In this case the same parties are in- 
volved as were involved in Suit 2209, and in that instance appellee 
was granted the right of registration of the term “Zip-Knick,” 
with and without the superimposed parallelogram containing the 
word “Kenilworth.” Here the same party was granted the right 
to register the term “Zip-Over’’ with the same superimposed word. 
For the reasons set out in my dissent in Suit No. 2209, I believe 
that the use of the term “Zip-Over” is more objectionable than 





SE NSM TELS ST 


274 TWENTY TRADE-MARK REPORTER 


the term “Zip-Knick” and registration should be denied. Regis- 
tration for “Zip-On” was refused by this court in B. F. Goodrich 
Co. v. Clive E. Hockmeyer (Zip-On Mfg. Co., substituted), Suit 
No. 2208, decided April 14, 1930. 

In another case before us and decided concurrently herewith, 
Suit No. 2210, the same appellee was granted registration for the 
term “Zip-Midy.” The question necessarily arises as to whether, 
if appellee was entitled to register any form of the word “Zip,” 
to how many forms it is entitled. 

The decision of the Commissioner should be reversed. 


Cueek-Neat Corree Company, Maxwett House Propvucts Com- 
pany, Inc. (Susstitrutep) v. Hat Dick MANvuFactTuRING 
Company 


United States Court of Customs and Patent Appeals 


April 14, 1930 


TrapE-Marxs—Goops or Same Descriptive Properties. 
Coffee and tea held to be of the same descriptive properties as 
horse-radish, olive spread, cranberry jelly, relish spread, composed of 
a mixture of eggs, oil, vinegar and sweet pickles, sweet relish, com- 
posed of sweet pickles and curry seed, chili sauce, salad dressing, 
orange marmalade, mustard, tomato catchup, Thousand Island dress- 
ing, peanut butter and mayonnaise. 
Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 


sioner’s decision, see 18 T.-M. Rep. 464. 


Edward S. Rogers, Allen M. Reed (John 8S. Prescott, of 
counsel, all of Chicago, Ill., for appellant. 

Clarence A. O’Brien, Charles E. A. Smith and Thomas E. 
Turpin, all of Denver, Colo., for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming a decision of the Examiner of Inter- 
ferences dismissing a notice of opposition in a trade-mark pro- 
ceeding. 
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The facts upon which the dismissal is based are stated in the 
Commissioner’s decision as follows: 


“The applicant seeks registration of a mark comprising a composite 
picture including a pictorial representation of a hotel, the words ‘Maxwell 
House’ appearing above such representation and a slogan ‘Good to the 
Last Bite’ appearing below such representation of a hotel, the whole 
matter being enclosed within an oblong border, and used upon horse- 
radish, olive spread, cranberry jelly, relish spread composed of a mixture 
of eggs, oil, vinegar and sweet pickles, sweet relish composed of sweet 
pickles and curry seed, chili sauce, salad dressing, orange marmalade, 
mustard, tomato catchup, Thousand Island dressing, peanut butter and 
mayonnaise. 

“The opposer alleges prior adoption, use and ownership of a trade- 
mark including the pictorial representation of this same hotel and the 
slogan ‘Good To The Last Drop,’ used upon coffee and tea. 

“Opposer sets forth certain prior registrations of its mark in 1915, 
1924 and 1926, and alleges wide advertising of goods under its mark, very 
extensive sales and the possession of a valuable good-will. 

“A comparison of the two marks shows that the applicant has sub- 
stantially availed itself of the principal characteristics of the opposer’s 
mark. The representation of the hotel, as adopted by the applicant, in- 
cludes even the representation of the street car and the horses and 
vehicles adopted by the opposer. . . .” 


The ground of dismissal of the opposition was that the goods 
of the parties possess different descriptive properties, and there- 
fore the opposer, appellant’s assignor, having based his notice of 
opposition wholly upon confusion in trade, did not present a statu- 
tory ground of opposition. 


The only question necessary for us to determine is whether 
the goods of the parties are of the same descriptive properties, as 
that term is used in Section 5 of the Act of February 20, 1905, as 
amended. 

The construction of the phrase “same descriptive properties” 
has frequently been before the courts, and many conflicting de- 
cisions can be found upon this point. 

This court at the present term, in a number of cases, has had 
occasion to review this question and the conflicting decisions with 
respect thereto. In the case of The B. F. Goodrich Company v. 
Clive E. Hockmeyer (Zip-On Manufacturing Co., substituted), 17 


C. C. P. A. [20 T.-M. Rep. 205], we definitely held, speaking of 
said section 5, that: 
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“. 


. . . The language ‘same descriptive properties’ contained in the 
first proviso was intended by the Congress to relate to goods of the same 
general class; that such language was not intended to be more or less com- 
prehensive than the term ‘class’ used in the first part of the section; that 
the language of the first proviso was intended to state the converse of the 
mandates of the first part of the section, namely, that a mark by which the 
goods of the owner of the mark may not be eit tai from other goods 
of the same class shall not be registered; 


In other words, this court holds that the word “class” and the 


> 


phrase “same descriptive properties,” as used in said section 5, are 
synonymous in their meaning. 

Applying this construction to the case at bar we have no diffi- 
culty in holding that the goods of the parties to which the marks 
are applied are of the same descriptive properties. 

The Century Dictionary defines “class” as follows: 


“4. A number of objects distinguished by common characters from 
all others, and regarded as a collective unit or group; a collection capable 
of a general definition; a kind.” 

While this definition may not be sufficiently comprehensive, it 
is a correct statement of the common meaning of the word as 
ordinarily used. 

Do the goods of the parties belong to a collection “capable of 
a general definition”? We think they do. We may take judicial 
notice of the fact that the goods of both parties are commonly 
known as groceries, sold in the same stores and to the same class 
of purchasers. 

The word “groceries” is defined in Funk & Wagnalls’ New 
Standard Dictionary as follows: 


“Household supplies for the table such as are dealt in by grocers.” 
The Century Dictionary has the following definition of the 
word: 


“3. General supplies for the table and for household use, as flour, 
sugar, spices, coffee, etc.; . . . .” 


We are clear that coffee and tea, the goods of appellant to 
which its mark is applied, and horse-radish, olive spread, cranberry 
jelly, relish spread, composed of a mixture of eggs, oil, vinegar 
and sweet pickles, sweet relish, composed of sweet pickles and 
curry seed, chili sauce, salad dressing, orange marmalade, mustard, 
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tomato catchup, Thousand Island Dressing, peanut butter, and 
mayonnaise, the goods of appellee to which its mark is applied, 
are of the same class; that they possess the same descriptive prop- 
erties, as that phrase is construed by this court, and that the Com- 
missioner erred in dismissing the notice of opposition of appellant. 

The decision of the Commissioner is reversed and the case re- 
manded for further proceedings not inconsistent with the views 
here expressed. 


In THE MaTTER OF THE APPLICATION OF AUTOGRAPHIC REGISTER 
CoMPANY 


United States Court of Customs and Patent Appeals 


April 14, 1930 


Trape-Marxs—“AvutTocraPHic” ror Mantrotp Reoisrers, Sates REGIsTERs, 

AND Dupuicatrnc Reoisters—Descriprive Tero. 

The word “Autographic” used as a trade-mark for manifold regis- 
ters, sales registers, duplicating registers, record registers, and parts 
thereof held descriptive of the goods. 

Trape-Marxs—Name or Parentep Articte—Pusticr Juris. 

The word “Autographic,” the name applied to a registering appa- 
ratus once patented, held to have become publici juris on the expira- 
tion of the patent under the rule in the “Singer” case. 

Trapve-Marxs—Descriptive Terms—Osirer Dicta sy ComMMISSIONER— 

Errect. 

A statement by the Commissioner of Patents, when deciding the 
registrability of a descriptive mark, that it was not registrable under 
the ten-year clause of the Act, when no claim was made for registra- 
tion thereunder, held error on part of the Commissioner, but without 
legal effect on the applicant’s rights in the present case. 


Appeal from a decision of the Commissioner of Patents, deny- 


ing registration. Affirmed. For the Commissioner’s decision, see 
18 T.-M. Rep. 504. 


William L. Symons (Arthur A. Johnson, of counsel), both of 
Washington, D. C., for appellant. 
T. A. Hostetler, of Washington, D. C., for appellee. 


Buanp, J.: Appellant has appealed from the decision of the 
Commissioner of Patents who affirmed the Examiner of Trade- 
Marks, refusing to register the word “Autographic” for manifold 
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registers, sales registers, duplicating registers, record registers, and 
parts and supplies for same. 

The refusal of the Commissioner was based upon the ground 
chiefly that the word “Autographic” was merely descriptive of the 
character or quality of the goods upon which it is used and, there- 
fore, not registrable by reason of the prohibition in the second 
proviso of section 5 of the Trade-Mark Act of 1905. 

The Commissioner also expressed the view that applicant was 
not entitled to registration under the ten-year clause of said Trade- 
Mark Act. Appellant in this court complains of the fact that the 
Commissioner has gratuitously passed upon a question not pre- 
sented, insofar as it has not asked for registration under the ten- 
year clause. An examination of the record discloses that the appli- 
cant made no proper application for registration under the ten-year 
clause of the Trade-Mark Act of February 20, 1905, and it nowhere 
appears that he sought consideration of the question as to whether 
or not he was entitled to register under said clause. The statement 
of the Commissioner to the effect that certain considerations “would 
indicate the applicant is not entitled to the benefit of the ten-year 
clause of the Trade-Mark Act of February 20, 1905,” regardless 
of its correctness or incorrectness as a conclusion of law, can have 
no legal effect upon applicant’s rights or upon the issues of this 
case. This action on the part of the Commissioner has been 
assigned as error in this court. While the Commissioner errone- 
ously referred to this matter, it is not such an error as affects the 
issue before us and does not justify a reversal of his decision. 

The Commissioner and the Examiner both mention the fact 
that the word sought to be registered constitutes a substantial or 
principal portion of the names of various companies or corporations. 

Applicant contends that for this line of goods the word 
“Autographic” was first originated and used by Major James C. 
Shoup, the originator of the automatic register business in 1883. 
The Automatic Register Co., appellant herein, is the manufacturer 
of the automatic registering machine for which Shoup was granted 
patent No. 286,560 on October 9, 1888. 
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This case was considered several times by the Patent Office 
tribunals, resulting in unanimity of opinion that the word “Auto- 
graphic” is descriptive of the goods sold. The word “Autographic” 
is defined as self-writing or self-recording (Webster’s New Inter- 
national Dictionary; Ex parte Eastman Kodak Co., 124 M. D. 18, 
reported in 7 T.-M. Rep. 599), and we think aptly describes the 
character of the goods upon which appellant seeks to use the pro- 
posed trade-mark and, therefore, is not registrable. A long line of 
decisions by the courts and the Patent Office are to the same effect, 
some of which follow: 


“Electric,” for steel, Electro Steel Co., Successor of Hammacher 
Delfus & Co. v. Lindenberg Steel Co., 215 O. G. 977, 1915 C. D. 144, 43 
App. D. C. 270 [5 T.-M. Rep. 295]; 

“Ruberoid,” for flexible roofing material, Standard Paint Co. v. Trin- 
dad Asphalt Mfg. Co., 165 O. G. 971, 1911 C. D. 530, 220 U. S. 446 [1 T.-M. 
Rep. 10; 31 S. Ct. Rep. 456] ; 

“Electric,” for steel, Electric Steel Co., Successor of Hammacher 
Delius & Co. v. Lindenberg Steel Co., 215 O. G. 977, 1915 C. D. 144, 43 
App. D. C. 279 [5 T.-M. Rep. 295]; 

“Infallible,” for smokeless powder, Hercules Powder Co. v. Newton, 
Commissioner of Patents, 274 O. G. 204, 1920 C. D. 340, 266 Fed. Rep. 169 
[10 T.-M. Rep. 198]; 

“Easyset,” for metal window sash, In re Kawneer Mfg. Co., 262 O. G. 
167, 1919 C. D. 200, 48 App. D. C. 587 [9 T.-M. Rep. 225]; 

“Self-Loading,” for cartridges, The Winchester Repeating Arms Co. 
v. The Peters Cartridge Co., 134 O. G. 2030, 1908 C. D. 401, 30 App. D. C. 
505; 

“Magazine,” for pencils, Ex parte Eberhard Faber, 115 Ms. D. 98 [4 
T.-M. Rep. 564]; 


“Modulation,” for steam heating and ventillating apparatus, Ex parte 
Warren Webster & Co., 174 O. G. 287, 1913 C. D. 2; 

“B-Liminator,” for battery eliminators, Andrews Radio Co. v. Tim- 
mons Radio Products Corp., 345 O. G. 798, 1926 C. D. 39. 

As further indication that the word “Autographic” is descrip- 
tive of the machine under consideration here, the Examiner has 
pointed out that it was used by at least a dozen inventors to de- 
scribe similar articles which have been patented. 

The Solicitor for the Patent Office, in urging the non-regis- 
trability of the word, also invokes the rule laid down by the 
Supreme Court of the United States in Singer Mfg. Co. v. June 
Mfg. Co., 168 U. S. 169, 1896 C. D. 687 (16 S. Ct. Rep. 1002). 
In the Singer case, supra, it was held that since the word “Singer” 
was adopted by Singer & Co. as designative of the distinctive style 
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of machine rather than as solely indicating the origin of manufac- 
ture, that upon the expiration of the patent on the Singer sewing 
machine, use of the generic name “Singer’’ passed to the public 
with the dedication resulting from the expiration of the patent. 
The Solicitor here contends that since patent No. 286,560 to James 
C. Shoup for an “autographic registering apparatus” uses the term 
as designating the distinctive style of the machine and since that 
patent has expired, the public is entitled to the use of the word 
“Autographic” and that to grant registration to appellant would be 
to give him an exclusive property in the word and thus extend his 
patent monopoly. This is a well-settled principle in patent and 
trade-mark law and we agree with this contention on the part of 
the Solicitor. 

Appellant has urged with great earnestness, in a very well- 
prepared brief, that it should be granted registration under the 
authority of ex parte Eastman Kodak Co., supra, wherein registra- 
tion was granted to the Eastman Kodak Co., for the word “Auto- 
graphic” as applied to cameras, camera backs and films. It is 
pointed out that in this decision by the Commissioner, it was said: 

“Of course, the question is not what the term ‘Autographic’ means at 


this time, but whether it had any meaning in March, 1914, when the 
applicant began to use its marks.” 


Without expressing any approval or disapproval of the East- 
man Kodak Co., case, supra, it is sufficient to note that the word 
“Autographic” there was written in a particular or distinctive man- 
ner. Furthermore, the Examiner in the case at bar points out, 
and it is not disputed anywhere in this record, that the word 
“Autographic” was a word in common use in the English language, 
used for describing devices similar to the automatic registering 
apparatus under consideration here, prior to the use of the same by 
applicant, and cites the Encyclopedic Dictionary, published by 
Cassell, Petter, Galpin & Co., London, Paris, and New York, 1879, 
in which the word “autographic” is applied to “autographic ink,” 
“autographic paper,” “‘autographic press,” and “autographic tele- 
graph”; also the Imperial Dictionary of the English Language, 
published by Blackie & Son, London, 1882, and The Century Co., 
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New York, wherein is found the word “autographic’ defined as 
“3. Self-recording; as, an autographic telegraph.” Evidently the 
Eastman Kodak case, supra, was decided upon a record quite dif- 
ferent from the one at bar. 

For the foregoing reasons we think the decision of the Com- 
missioner of Patents was correct and it is, therefore, affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1920, the words “Lock Joint,” as a trade-mark 
for track brackets and tracks for sliding doors, on the ground that 
the mark does not function as a trade-mark. 

In his decision, after stating that the registration had been 
refused on that ground, the Assistant Commissioner said: 


“In support of this holding the Examiner refers to the statement on 
the applicant’s specimens filed with the application that 

“The Lock Joint bracket locks the track joint permanently, and so 
tightly that hangers will always operate smoothly and trouble-free.’ 

“A mark to be registrable under either the Act of 1905 or the Act of 
1920 must function as a trade-mark, that is, it must be a distinctive mark 
of authenticity, through which the products of particular manufacturers or 
the vendible commodities of particular merchants may be distinguished 
from those of others. It must point out distinctly the origin or ownership 
of the article to which it is affixed.” 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term ““Washkit” as a trade-mark for sanitary packages 
consisting of one or more towels, soap and a comb, on the ground 
that the notation is merely descriptive of the goods. 

In his decision, after noting that the term “kit’’ is commonly 
applied to a collection, package or set of various articles usually 
sold or used together, and referring to definitions of this word, the 
First Assistant Commissioner said: 


* Ex parte Richards-Wilcox Mfg. Co., 156 M. D. 323, March 28, 1930. 





282 TWENTY TRADE-MARK REPORTER 


“In view of the foregoing there seems to be no other interpretation 
which can be fairly deduced from the applicant’s notation than that the 
package includes the devices used for washing, a collection of articles and 
appliances for the special purpose of washing, a washing outfit, and the 
notation in consequence is deemed to be clearly descriptive and only 
descriptive of the goods.” 

Kinnan, F. A. C.: Held that applicant is entitled to register 
the notation ““Washpac” as a trade-mark for sanitary packages 
containing one or more towels, soap, and comb, on the ground that 
the mark is not merely descriptive of the goods. 

In his decision, after referring to applicant’s argument that 
the mark is merely suggestive and noting the decision of the Court 
of Appeals of the District of Columbia that “Safepack” was sug- 
gestive rather than descriptive of wrapping paper (Arkell Safety 
Bag Company v. Safepack Mills, 314 O. G. 8; 58 App. D. C. 218 
[18 T.-M. Rep. 255, 289 F. R. 616]), the First Assistant Com- 
missioner said: 

“The notation refused registration is not deemed merely descriptive 
since it may be interpreted to refer to a pack or package which is itself 


washable or one which contains laundry to be washed or, as is the case 
here, devices which may be used to wash something. The notation may be 


distinguished from those relied upon by the Examiner wherein ‘Solidpak’ 
was held descriptive since there is only one meaning to something that is 
packed in a solid manner. The other notations deemed descriptive, re- 
ferred to by the Examiner in his statement, are not thought to be per- 
suasive of descriptiveness of the applicant’s mark. It is thought the 
applicant’s notation is no more descriptive than the word ‘Safepack’ in 
the above referred to adjudicated case.”* 


* Ex parte Auto Sales Corporation, 156 M. D. 312, March 17, 1930. 
* Ex parte Auto Sales Corporation, 156 M. D. 313, March 17, 1930. 








